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De Clercq & Partners is delighted to bring you 
the December 2015 edition of our newsletter. 
We report and comment on the events of the 
last few months. 

In this edition we follow the developments in 
the area of human embryonic stem cell pat-
enting and the CJEU decision on parthenotes 
that might form a future test for the pat-
entability of human stem cells. We also report 
on the recent ruling of the Court of Justice of 
the European Union in the Seattle Genetics 
case that further harmonises member states’ 
SPC practice and which is already in line with 
Belgian SPC grant practice. In July 2015 the 
US PTO updated its Guidance for determining 
subject matter eligibility of claims in view of 
Myriad, Prometheus and Alice and we give our 
insights from a European biotech perspective. 
The Tomatoes II and Broccoli II decision from 
the EPO Enlarged Board of Appeal clarifies 
that product claims or product-by-process 
claims directed to plants or plant material 
other than a plant variety are not excluded 
from patentability in Europe; read our analy-
sis.  

With the problem of toxic divisionals and pri-
orities affecting European filing strategies, we 
welcome the new referral to the Enlarged 
Board of Appeal in G 1/15 and report herein 
on the background to the questions. On the 
topic of trademarks our article offers some 
sound advice to those choosing a name for 
their company and its products or services 
with a view to seeking tradename or trade-
mark protection. 

In the field of software inventions we reflect 
on the amendments to the new edition of the 
EPO Examiner’s Guidelines which reinforce 
established practices, and report on two re-
cent decisions of the Technical Boards of Ap-
peal postulating a new “fallacy”. In the 

Enlarged Board of Appeal decision G 3/14 the 
question of evaluation of clarity for amended 
claims in opposition cases was addressed and 
we report in detail on that case. With a signifi-
cant proportion of non-EP applicants seeking 
protection in Europe for applications drafted 
locally, it is timely to review again the prac-
tices before the EPO for amendments which 
still follow a strict approach compared with 
other countries. 

Concerning company matters, De Clercq & 
Partners has this year attended many Interna-
tional conventions with exciting results and 
we have also harbored success with our infor-
mative series of IP Cafes which will be contin-
ued in 2016. Our experienced and talented 
team has once again achieved a Tier 1 rank-
ing for our firm from both the IAM and MIP 
guides which are highly regarded in the pat-
ent industry. 

We are also pleased to have significantly ex-
panded both our Patent as well as our Trade-
mark and Design team this year. This expan-
sion will allow us to maintain the quality and 
timing of the patent, trademark, design and 
domain name services that we aim to provide 
to our clients and foreign associates. 

If you have any comments or questions, feel 
free to contact us at info@dcp-ip.com or by 
phone. Please also visit our website 
www.dcp-ip.com. 

We wish you a good end of 2015 and hope 
you enjoy reading our newsletter! 

 

Ann De Clercq 
Founding partner 

Welcome word 
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A new tool in the analysis of the patentability of 
human stem cells:  

“To have or not to have the inherent capacity  
to develop into a human being”.  

It is clear that stem cell therapy is of major 
importance in the treatment of many dis-
eases. Consequently, public and private re-
search centres try to find ways to isolate hu-
man stem cells. While proceeding, based on 
moral and ethical considerations questions 
arise whether research and patentability of 
said stem cells may be allowable or not.  

Within the European Union, the opinion on 
the support of embryonic stem cell research 
has historically been divided. In contrast to 
most other EU-countries, the UK based on the 
Human Fertilization and Embryology Act of 
2008 permits the destruction of embryos for 
human embryonic stem cells and Somatic 
Cell Nuclear Transfer.  

In 1998 the EPC was amended to introduce 
the principles of the EU Directive 98/44 (The 
Biotech Directive) indicating that inventions 
based on the use of human embryos for in-
dustrial or commercial purposes could not be 
patented. Rule 28 (c) EPC in relation to Art. 53
(a) EPC are the relevant points of law in this 
respect before the EPO. After years of evolu-
tion of stem cell technology and patenting 
efforts, questions appeared as to whether 
stem cells derived from human embryos and 

methods derived from human embryonic 
stem cells were patentable.  

In the 2011 Brüstle case the Court of Justice of 
the European Union (CJEU) held that a hu-
man embryo was broadly any human egg 
cell, from fertilisation onwards. From then on, 
cells directly or indirectly obtained from hu-
man embryos were found not patentable. 
The very recent practice of the EPO Examiners 
(confirmed by the Technical Boards of Appeal 
in T2221/10, T1441/13 and T1836/10) has 
been to only allow hES cell-related appli-

cations filed as of a cut-off 
date of January 10, 2008, if the patentee 
could rely on a literature paper published by 
Chung et al. (Cell Stem Cell. 2: 113–117, 2008) 
which confirms the single blastomere process 
(SBP) whereby a stem cell can be removed 
from an embryo without destruction of said 
embryo (see the November 2014 edition of 
our Newsletter available at www.dcp-ip.com). 
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The EPO confirmed that decisions of the CJEU 
are not binding, but only persuasive, on the 
EPO. Thus, the EPO will generally grant cases 
in the stem cell area if at the effective date of 
the application methods were available for 
producing embryonic stem cells which did 
not require destruction of human embryos at 
any time in the past.  

Recent developments indicated that pluripo-
tent cells may be developed through the 
chemical and electrical stimulation of unfertil-
ised ova (parthenogenesis). Due to absence 
of fertilisation, parthenotes lack parental DNA 
and can never develop into human beings. 
Patentability of parthenotes was questioned 
in the case of International Stem Cell Corpora-
tion (ISC) v Comptroller General of Patents C-
364/13. In said case, ISC sought two patents 
from the UK IPO: one directed to a method of 

producing pluripo-

tent hESCs and corneal tissue 
derived from such cells using parthenoge-
netically-activated oocytes (GB0621068.6) 
and another directed to a method of isolating 
pluripotent hESCs from parthenogenetically-
activated oocytes (GB0621069.4). As these 
oocytes have not been fertilised the resulting 
parthenotes contain only half the amount of 
genetic material to that found in fertilised 
cells; they contain only maternally derived 
genetic material but lack paternal chromo-
somes. Cells of a parthenote were found 
pluripotent (capable of differentiating into 
embryonic but not extra-embryonic tissues, 
for which paternal DNA is required) and not 
totipotent (capable of differentiating into all 
human cell types including extra-embryonic 
tissues).  

First the UK applications were rejected, but 
on appeal the High Court asked the CJEU 

whether said unfertilised human ova are in-
cluded in the term ‘human embryos” in Arti-
cle 6(2)(c) of EU Directive 98/44. On 17 July 
2014 Advocate General (AG) Cruz Villalón 
recommended excluding said cells from the 
term “human embryos” in Article 6(2)(c). 

On 18 December 2014 the CJEU followed the 
opinion of AG Cruz Villalón in its decision C-
364/13. This decision confirms that 
“parthenotes” are not embryos and therefore 
are not excluded from patentability. In par-
ticular, the CJEU made a crucial distinction 
between embryonic stem cell technologies 
based on fertilised human ovum and those 
based on unfertilised human ovum stimu-
lated by parthenogenesis. The court indi-
cated that unfertilised human ovum stimu-
lated by parthenogenesis does not constitute 
a “human embryo” within the meaning of the 
Directive and as such unfertilised human 
ovum stimulated by parthenogenesis are pat-
entable.  

The EPO have just recently established a new 
practice in the Examination stage. The EPO 
follows the CJEU decision on parthenotes not 
being considered to be embryos. With the 
EPO’s new examination practice, the first ena-
bling disclosure of a non-destructive way of 
making embryos is present in WO 03/046141 
with a publication date of 5 June 2003. This 
new practice of the EPO is now being applied 
in office actions.  

Thus, the EPO will generally grant cases in the 
stem cell area if at the effective date of the 
application methods were available for pro-
ducing embryonic stem cells which did not 
require destruction of human embryos at any 
time in the past. 

Future developments in this area will be fol-
lowed and reported in upcoming editions of 
our Newsletter.  
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The recent ruling of the Court of Justice of the 
European Union in Case C-471/14 (Seattle 
Genetics) further harmonises member states’ 
SPC practice. In many cases, this will result in 
patent holders obtaining SPCs with a slightly 
longer term (extended by a few days). With 
the current Belgian practice already in line 
with this ruling, we expect no major changes 
in Belgian SPC grant practice. 

Introduction 

The rationale of supplementary protection 
certificates (SPCs) has been and is to compen-
sate (at least partly) the loss of effective pat-
ent protection for medicinal and plant pro-
tection products due to regulatory approval. 
Regulation 469/2009/EC (or its predecessor 
1768/92/EC) has come very much at the cen-
tre of attention during the last decade, and 
we have seen a plethora of new case law 
decided by the Court of Justice of 
the European Union (CJEU). 
The recent ruling of 
the Court of Justice 
of the European 
Union in Case C-
471/14 (Seattle 
G e n e t i c s ) 
writes a fur-
ther, but 
surely not last 
chapter, to this 
saga.  

The C-471/14 
(Seattle Genetics) 
case deals with the 
issue of calculating the term 
of the supplementary protection cer-
tificate. Despite the SPC regulation putting 
into place a uniform system of providing such 
supplementary protection certificated, the 
calculation of the SPC term was and is not 
entirely harmonised between the Member 

States. A marketing authorisation (MA) ob-
tained via the centralised procedure presents 
two dates: (a) a “Decision Date” (i.e. the date 
of the European Commission’s decision to 
grant the MA) and (b) a “Notification 
Date” (i.e. the date of notification of the MA to 
the applicant). The latter date is typically a 
few days later. As the term of an SPC is calcu-
lated on the basis of the difference between 
the filing date of the patent and the date of 
the first authorisation to put the medicinal 
product on the market (according to Art 13 of 
EC Regulation 469/2009), determining what 
the date of the first authorisation is will be 
crucial. Any difference between the Decision 
Date and the Notification Date may provide a 
few days extra SPC protection. With some 
national IP offices using the Decision Date, 
whereas other offices consider the Notifica-
tion Date as the relevant date, there was thus 

no uniform SPC term calculation be-
tween the different Member 

States. On October 15th 
2014, an Austrian 

court referred this 
issue to the CJEU 

[Case C-471/14 
(Seattle Genet-
ics)] and pre-
sented the 
CJEU with two 

questions: (1) is 
the “date of the 

first authorisa-
tion to place the 

product on the mar-
ket” (according to Art. 

13(1) EC 469/2009) to be 
determined by EU law; and (2) if 

this date is to be determined by EU law, 
which date must be taken into account — the 
date of authorisation or the date of notifica-
tion of the decision granting marketing au-
thorisation.  

Supplementary Protection Certificates (SPC): 
what a difference a (few) day(s) make(s) 
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With respect 
to the second 
question, the 
Court found that this 
question must be inter-
preted in the light of the ob-
jective of the SPC Regulation 
(EC 469/2009), i.e. to re-establish a 
sufficient period of protection by 
granting the patent holder an additional pe-
riod of exclusivity on the expiry of his patent. 
The Court argued that the calculation of the 
SPC term cannot be carried out without tak-
ing into account the date from which the SPC 
holder is in fact able to effectively market his 
product. Since decisions issued by the Euro-
pean Commission granting the marketing 
authorisation are to be notified to the ad-
dressee and take effect upon such notifica-
tion, it is clear that the SPC holder is only enti-
tled to market his product from the notifica-
tion date of the decision granting the MA, not 
from the date on which that decision was 
taken. Accordingly, the Court concluded that 
the “date of first authorization to place the 
product on the market” (as recited in Art 13(1) 
of EC 469/2009) is to be interpreted as the 
notification date of the decision granting 
marketing authorisation.  

This ruling is expected to put an end to the 
confusion and different practice between the 
Member States as to how the duration of an 
SPC should be calculated, and is positive 
news for the companies applying for a sup-
plementary protection certificate. Indeed, in 

many cases, 
the calculation 

of the SPC term 
based on the notifi-

cation date will lead to 
an SPC term lasting a few 

days longer compared to a 
term based on the decision date. 

These few extra days of exclusivity 
for the patent and SPC holder can be ex-
tremely important from a commercial point 
of view. 

SPCs in Belgium 

As the current SPC practice in Belgium is al-
ready in line with the CJEU ruling in case C-
471/14, we expect no major changes in the 
Belgian SPC grant procedure. Indeed, in a 
circular letter issued by the Belgian Patent 
Office (BPO) in 2003, the BPO explicitly stated 
that the relevant date for any MA for the cal-
culation of the SPC term according to Art 13
(1) (EC 469/2009) is the first day when the MA 
is effectively valid. For a centralised MA this 
date corresponds to the notification date, in 
line with the provision of the decision grant-
ing marketing authorisation which links the 
validity of the MA to the notification of the 
decision. For an SPC based on the decision 
date of the centralised MA, a (post grant) cor-
rection of the SPC term is possible. 

We remain at your service for the latest up-to-
date information or more case-specific ques-
tions. 
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Historically speaking, the European Patent 
Office (EPO) has been more hesitant to grant 
patents on biotechnological inventions than 
the United States Patent and Trademark Of-
fice (USPTO). While certain biotechnological 
inventions are not patentable in Europe on 
moral grounds according to Art. 53 EPC 
(excepting methods of treatment on the hu-
man or animal body, uses of human embry-
onic stem cells), the right to seek protection 
for “anything under the sun that is made by 
man” used to be a central tenet of the U.S. 
patent system (Diamond v. Chakrabarty, U.S. 
Supreme Court). 

In the last few years however, U.S. life science 
patent law has substantially changed in view 
of the U.S. Supreme Court decisions in Assoc. 
for Molecular Pathology v. Myriad Genetics 
(“Myriad”) and Mayo Collaborative Services v. 
P r o m e t h e u s  L a b o r a t o r i e s ,  I n c . 
(“Prometheus”). In its Myriad decision, the U.S. 
Supreme Court held that isolated genomic 
DNA molecules were products of nature and 
therefore not patent eligible subject matter. 
The underlying reason for this conclusion was 
that “what is patented must be made differ-
ent by human hands.” The Myriad decision 
only clarified that isolated genomic DNA is 
not sufficiently different from naturally occur-
ring genomic DNA in the human body, while 

mammalian cDNA, which is generally not 
naturally occurring, is sufficiently different. 
The Myriad court did however not address 
other natural products such as isolated pro-
teins or isolated stem cells, which would, 
when applying the same rationale for exclud-
ing isolated genomic DNA from patentability, 
not be patent eligible, unless they were suffi-
ciently altered by human hands. 

On March 4, 2014, the USPTO issued a 
“Guidance for Determining Subject Matter 
Eligibility of Claims Reciting or Involving Laws 
of Nature, Natural Phenomena, & Natural 
Products” (USPTO Guidance), which provided 
USPTO examiners with clarification as to how 
they should determine patent subject-matter 
eligibility under Prometheus and Myriad with 
respect to natural laws or products not di-
rectly addressed by these cases. Said Guid-
ance set a high hurdle on the “significantly 
different” criterion to be applied for deter-
mining eligibility of a claim “involving” a 
“judicial exception” (i.e. related to a natural 
law or product); merely isolating a natural 
product was not enough. In response to 
much criticism, the USPTO issued several up-
dates, the last one being on July 30, 2015. 
This last update addresses comments on the 
2014 Guidance and includes several new ex-
amples of eligible and ineligible claims. 

Patenting DNA: European Patent System  
is still leading the way forward 
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In the currently updated Guidance, only 
claims “directed” to a “nature-based product” 
or a “law of nature” are considered judicial 
exceptions and need to be subjected to the 
“significantly more” test. Hence, if a claim 
does not fall under a judicial exception, the 
claim is patent eligible and there is no need 
to test for it being “significantly more”. In ad-
dition, the new Guidance provides an ex-
panded list of properties based on function, 
chemical, physical and biological properties, 
which qualify as the significant difference. 
The new examples in the July 2015 update 
are directed to abstract ideas rather than bio-
technology based inventions, although the 
commentary notes that the office is working 
on additional biotech-based examples. The 
public and the users of the patent system 
could provide comments on said updated 
Guidance until October 28, 2015. Based on 
these comments, it is anticipated the USPTO 
will issue yet another piece of Guidance in the 
next coming months. We will keep you 
posted of course. 

Hence, since Myriad, isolated genomic DNA is 
no longer patentable in the United States. 
The USPTO Guidance also seems to exclude 
other natural products “isolated” from their 
natural environment (e.g. bacterial cells, cell 
populations, enzymes, human antibodies,) 
from patent eligibility, unless they are 
“markedly different” from their natural coun-
terparts. 

By contrast, claims to isolated genomic DNA 
and other natural products isolated from their 
natural environment are clearly patent eligi-
ble before the EPO according to Rule 29(2) 
EPC, which indicates: “An element isolated 
from the human body or otherwise produced 
by means of a technical process, including 
the sequence or partial sequence of a gene, 
may constitute a patentable invention, even if 
the structure of that element is identical to 
that of a natural element”. Therefore, the 
scope of natural products that is deemed pat-
ent eligible appears nowadays broader in 
Europe than in the U.S. We however do have 

to note that following the Monsanto Case 
ruled by the Court of Justice of the European 
Union in 2011 (C-428/08), the scope of pro-
tection of DNA claims in Europe is limited (in 
EU member states) to products where said 
DNA “performs its function”. 

Meanwhile in Australia, the High Court ruled 
last October in D'Arcy v Myriad Genetics Inc. 
that also in Australia isolated genetic material 
is non-patentable subject matter. In short, the 
High Court found that while the invention 
claimed might be a product of human action 
(it had been isolated), it was the existence of 
the information stored in the relevant se-
quences (the specified mutations or polymor-
phisms) that was an essential element of the 
invention as claimed, which was not in itself a 
product of human action. 

It may seem as though Europe is itself becom-
ing “isolated” with its more liberal biotech 
approach, which is of benefit to users of the 
European Patent Convention (EPC), such as 
the pharmaceutical industry. The EPC and 
Biotech Directive clearly allow patenting of 
isolated naturally occurring materials if at 
least if a certain industrial application can be 
linked to it. With “linked to it” it should be 
understood that this means that the function 
is mentioned in the application as filed which 
is the “gold standard” for the EPO and the 
basis of the EPC. Practitioners dealing with 
biotech cases know this and have no appetite 
for the kind of situations our counterparts in 
the US and AU are facing. We cannot overlook 
the fact that some EPC countries have a na-
tional law which sometimes deviates slightly 
from the EPC, but all in all Europe and in that 
sense the EPO is giving applicants a fair re-
ward for their research and related inven-
tions. We would hope one day the US and AU 
can also give such a return. 

The practitioners at De Clercq & Partners are 
at the forefront of biotech and genetic engi-
neering drafting, prosecution and litigation 
and will help you design the best possible 
strategy in these delicate fields. 
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The decision of the Enlarged Board of Appeal 
of the EPO dated March 25, 2015 in respect of 
consolidated cases G 2/12 (“Tomatoes II”) and 
G 2/13 (“Broccoli II”) has paved the way for 
patentability of plants in Europe. In the 
process, the Enlarged Board set aside some 
doubts and, in fact, confirmed the practice 
which has been applied already for some 
years. 

Article 53(b) EPC states that European patents 
shall not be granted in respect of “plant or 
animal varieties or essentially biological proc-
esses for the production of plants or animals”. 
The Enlarged Board previously concluded in 
G 1/08 (Tomatoes I) and G 2/07 (Broccoli I) 
that the legislator's intention for Article 53(b) 
EPC had been to exclude from patentability 
those plant breeding processes which were 
the conventional methods of plant-variety 
breeding at the time. Accordingly, the 
Enlarged Board decided in Tomatoes I and 
Broccoli I that the processes as claimed in the 
respective patents were not allowable. 

In Broccoli II and Tomatoes II, however, the 
Enlarged Board highlighted the difference 
between a product claim, a process claim and 
a product-by-process claim, the latter being a 
product claim that should be addressed for 
patentability separate from the process that is 
used to produce it. The Enlarged Board clari-
fied that if one claims a product (other than a 
plant variety) obtainable by such excluded 
processes, such product (e.g. a plant or plant 
material including fruit and edible parts of 
the plant) may nevertheless be patentable. 
Furthermore, such product is explicitly not 
excluded from patentability under Article 53
(b) EPC solely because it was obtained by the 
unpatentable process. 

More particularly, the Enlarged Board held 
that: 

1. The exclusion of essentially 
biological processes for the production 
of plants in Article 53(b) EPC does not 
have a negative effect on the 
allowability of a product claim directed 
to plants or plant material such as 
plant parts, including fruit; 

2. (a) The fact that the only method 
available at the filing date for 
generating the claimed subject-matter 
is an essentially biological process for 
the production of plants disclosed in 
the patent application does not render 
a claim directed to plants or plant 
material other than a plant variety 
unallowable; and 

2. (b) The fact that the only method 
available at the filing date for 
generating the claimed subject-matter 
is an essentially biological process for 
the production of plants disclosed in 
the patent application does not render 
a claim directed to plants or plant 
material other than a plant variety 
unallowable. 

3. In the circumstances, it is of no 
relevance that the protection conferred 
by the product claim encompasses the 
generation of the claimed product by 
means of an essentially biological 
process for the production 
of plants excluded 
as such under 
Article 53(b) EPC.. 

The EPO’s Enlarged Board of Appeal  
paves the way for patentability  

of claims to plants in Europe  

10 Newsletter December 2015 Edition  
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These new decisions of the Enlarged Board of 
Appeal provide clarity and perspectives for 
pursuing European patent protection for 
commercial plant products (plants and plant 
material, such as fruit). Thus, even if an 
invention consists of a biological process 
excluded under Article 53(b) EPC, the product 
of that process can still be patented, provided 
that claim language can be found to define it 
(including the possibility of product-by-
process claim language where appropriate), 
the claimed plant or plant material is novel 
and inventive in the usual manner, and the 
claim does not fall under the exclusion of 
plant varieties. According to decision G1/98, 
however, “a claim wherein specific plant 
varieties are not individually claimed is not 
excluded from patentability under Article 53
(b) EPC even though it may embrace plant 
varieties.” In other words, patent protection 
should only be impossible if the product is 
not novel or inventive, or if the claimed 
product is a plant variety as such. 
The Enlarged Board reasoned that a narrowly 
applied interpretation of the exclusion does 
not lead to an erosion of the exception, so 
that “the legislator's intentions could be 
frustrated by the choice of the claim category 
and by "skillful" claim drafting”, because the 
process itself remained excluded from 
patentability. The product claim, on 
the other hand, must still satisfy 
the other criteria for 
patentability (such as 
novelty and inventive 
step). 

In summary, Tomatoes 
II and Broccoli II clarify 
that product claims or 
product-by-process 

claims directed to plants or plant material 
other than a plant variety thus are not 
excluded from patentability under Article 53
(b) EPC and are allowable if they fulfill the 
formal and substantive requirements of the 
EPC. The decision appears to make a lot of 
sense, especially since all parties involved 
(patent proprietors, opponents, as well as the 
President of the EPO) had agreed with this 
notion before the Enlarged Board confirmed 
it. 
The National law in two contracting states of 
the European Patent Convention (“EPC”), 
Germany and the Netherlands, excludes the 
patentability of products obtained by 
essentially biological processes (e.g. see Art. 3
(1)(d) ROW 1995). This in conflict with the EU 
Biotech Directive. The national law, however, 
only applies to national patents filed via the 
national route and not to national 
equivalents of EP patents. 

The EU expert group which is dealing with 
the EU Biotech Directive 98/44/EC is also 
discussing this topic and related topics 
concerning plants. The EU expert group is 
expected to deliver a report on plants at 
some time.  

© De Clercq & Partners 2015. All rights reserved. 11 
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The Technical board of Appeal (TBA) in case T 
557/13 has referred five questions on “partial 
priorities” to the Enlarged Board of Appeal 
(EBA) of the EPO in case number G 1/15. 

The question of partial priorities typically 
arises where the subject matter of a claim is 
defined by a number of alternatives (“OR” 
claim), each or some of which have a different 
effective date owing to the date of filing of 
the earlier priority document or documents. 
For instance, if a priority application discloses 
an alloy comprising “gold”, then a claim in the 
later application claiming “gold” or “silver” 
will have different effective dates for each 
alternative for the assessment of novelty and 
inventive step, i.e., the priority date for “gold” 
and the filing date for “silver”. 

The referral concerns the situation where the 
later application replaces the alternatives 
(“gold”, “silver”) with a generic expression 
(“metal”) known as a generic “OR” claim. Ac-
cording to G2/98 reasons 6.7, the generic ex-
pression may have multiple priorities pro-
vided that it gives rise to the claiming of a 
limited number of clearly defined alternative 
subject-matters. 

According to some decisions (e.g. T 1127/00, 
T476/09, T1443/05, T1877/08) such a generic 
“OR” expression could not enjoy the partial 
priority of an earlier application disclosing 
only some of the alternatives falling within 
the scope of the claim, since the claim does 
not literally recount the separate alternatives. 
In the alloy example herein, such a “metal” 
claim would be prejudiced by the earlier dis-
closure of “gold” in the published parent or 
divisional application claiming the same pri-
ority. 

According to other decisions (e.g. T1222/11 or 
T571/10) a generic “OR” expression encom-
passes the alternatives without them being 
explicitly mentioned. The expression can be 
conceptually divided into two parts, the first 
one being the alternative disclosed in the 
priority document and the second one being 
the remaining subject-matter of the claim. 
The first alternative would benefit from prior-
ity. Accordingly, our alloy claim would not be 
anticipated by the earlier disclosure of “gold” 
in the published parent or divisional applica-
tion claiming the same priority. 

New referral to the Enlarged  
Board of Appeal: 

more clarity awaited on “partial priorities” 
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In view of this divergent case law, the TBA in T 
557/13 has referred the following questions 
to the EBA: 

1. Where a claim of a European patent appli-
cation or patent encompasses alternative 
subject matters by virtue of one or more ge-
neric expressions or otherwise (generic "OR" 
claim), may entitlement to partial priority be 
refused under the EPC for that claim in re-
spect of alternative subject-matter disclosed 
(in an enabling manner) for the first time, di-
rectly, or at least implicitly, and unambigu-
ously, in the priority document? 

2. If the answer is yes, subject to certain con-
ditions, is the proviso "provided that it gives 
rise to the claiming of a limited number of 
clearly defined alternative subject-matters" in 
point 6.7 of G 2/98 to be taken as the legal 
test for assessing entitlement to partial prior-
ity for a generic "OR" claim? 

3. If the answer to question 2 is yes, how are 
the criteria "limited number" and "clearly 
defined alternative subject-matters" to be 
interpreted and applied? 

4. If the answer to question 2 is no, how is 
entitlement to partial priority to be assessed 
for a generic "OR"-claim? 

5. If an affirmative answer is given to question 
1, may subject-matter disclosed in a parent or 

divisional application of a European patent 
application be cited as state of the art under 
Article 54(3) EPC against subject-matter dis-
closed in the priority document and encom-
passed as an alternative in a generic "OR"-
claim of the said European patent application 
or of the patent granted thereon? 

Besides bringing clarification towards inter-
preting the earlier EBA decisions on priority 
entitlement G 2/98 for all prior art, the ques-
tions - especially question 5 - also address the 
vexing problem of toxic priorities and divi-
sionals as reported in the May 2013 edition of 
our newsletter. With this in mind the referral 
has prompted the EPO to issue a Notice dated  
October 2, 2015 to the effect that all proceed-
ings before EPO examining and opposition 
divisions in which the decision depends en-
tirely on the outcome of G 1/15 are to be 
stayed ex officio until the Enlarged Board is-
sues its decision. We note that third parties 
have the opportunity to file written state-
ments in accordance with Article 10 of the 
Rules of Procedure of the EBA by March 1, 
2016. 

With a desire to avoid creating a bottleneck 
for processing pending applications and op-
positions, we might expect the case to be 
handled in a timely manner by the EBA. We 
will continue to keep you informed on any 
future developments in this fundamentally 
important referral. 
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Imagine you have the intention to launch 
your own IT business. The question will cer-
tainly arise as to which name to give your 
company. Imagine, after some heated brain-
storming sessions that the name "IT FOR EVE-
RYONE" is selected. Then consideration 
should be given as to how this term is be 
used: do you choose a single use as a trade 
name, or will your company be set up under a 
particular legal form and will the company 
name differ from the trade name? You might 
also ask yourself: would it be desirable to reg-
ister the name as a trademark and, above all, 
would this be possible? 

To help to answer these questions, one 
should understand the distinctions between 
the use of a name as a trade name, company 
name or trademark. 

Trade name 

The trade name is the name under which a 
company is known to the public and partici-
pating in trade. This name is used to distin-
guish a company from other companies. The 
right to a trade name comes to those who are 
first to visibly, publicly and constantly use the 
name. It is therefore not required to register 
the trade name formally to acquire rights to a 
particular trade name. 

A trade name includes the right to forbid 
third parties to use the same or a similar 
name in a way that confusion can arise. How-
ever, this protection applies only within the 
area in which the trade name is more or less 
widely publicised. 

To demonstrate use of a name as a trade 
name three criteria must be fulfilled for find-
ing a likelihood of confusion: 

 Similarity in names 

 Equality in activities in practice 

 Overlapping of territory of activity 

So the scope of protection of a trade name 
depends entirely on the use that is made of it. 
The more familiar a trade name becomes to 
the general public, the broader the protec-
tion. On the other hand, the right to a trade 
name will lapse when its use is discontinued. 

Trademark 

A trade name should not be confused with a 
brand. While a trade name serves to distin-
guish companies from one another, the func-
tion of a trademark is to distinguish the prod-
ucts or services of companies and to impose a 
ban on third parties from using a confusingly 
similar denomination. An exclusive trademark 
right is obtained only through registration 
and is valid for a period of 10 years. That pe-
riod may be extended for 10 years. 

In the search for a good trademark, it is im-
portant that the mark has sufficient distinc-
tive character for the goods or services of the 
company and it must be insured that this 
name does not literally "describe" the prod-
ucts or services. "IT FOR EVERYONE" is in this 
perspective a name that in most countries 
will be rejected for registration as a word 
mark, given this name gives an immediate 
indication of (the characteristics of) the ser-
vices offered. In such cases, it is advisable to 
combine the word elements with recognis-
able figurative elements or to opt for a differ-
ent brand name. 

The scope of protection  
of a trade name,  

a company name or brand:  
a conscious choice? 
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Company Name 

The company name is the official name of a 
legal entity, such as NV or bvba in Belgium , 
which is incorporated in the statutes of the 
company and published in the Belgian Offi-
cial Gazette. 

The company name serves only to identify 
the legal entity. The entity that first acquires a 
company name has exclusive rights to this 
name for the whole of Belgium. Other legal 
entities may be prevented from selecting the 
same company name and may also be forced 
to change their name and pay compensation 
when they carry a strong corresponding com-
pany name that could cause confusion. 

It is perfectly possible to use the same name 
as a trademark, company name and trade 
name. 

The type of protection you choose for the 
name of your company and its products or 
services must be carefully be determined on 
the basis of the scope of protection afforded 
by the various regulations and their geo-
graphic effect. For example, a trademark shall 

provide your name geographically the wid-
est protection and shall allow you to op-

pose any later use of a sign that causes 
confusion or is detrimental to the 

distinctive character or the reputa-

tion of your brand, but your name needs in 
that case to possess sufficient distinctive 
character to be able to enforce your exclusive 
right in a proper manner, in contrast to the 
company name and trade name for which in 
principle no distinctive character is required. 
However, the latter only offers protection 
within the Belgian borders or in the case of a 
trade name as far as its use is extended within 
the Belgian borders. 

Here, it is important to note that, while a 
trade name or a company name may be de-
scriptive, the degree of descriptiveness can 
have an impact on the scope of protection. 
For example, a purely descriptive name such 
as "The Vet" for a veterinary practice can only 
be invoked to a limited extent against identi-
cal names while a name such as "The Animal 
Keeper" can be invoked against identical but 
also similar names such as "Animal Keeper" or 
"The Beast Keeper" for the same services. The 
extent of protection for a trade name is thus 
dependent on the use of the name but also 
on the fact that this name should neverthe-
less possess any distinctive character in rela-
tion to the products or services offered. 

Moreover, the trade name is part of the patri-
mony of the owner of the company and may 
be transferred, can lapse or be transferred, 
unlike the company name that is used to 
identify a legal person and that represents a 
moral right. As such, the company name is 
therefore inalienable and imprescriptible. 
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Cross-over of rights when violating a name? 

 TRADE NAME vs TRADEMARK 

Following the Céline Judgment of the Court 
of Justice (Judgment of 09/11/2007 - case 
C17/06), a trademark owner may, under Arti-
cle 9.1 of the Community Trade Mark Regula-
tion (CTMR) oppose a younger trade name or 
company name i) if the facts show that the 
user of a name is also applying that name to 
the goods he sells or ii) when the user origi-
nates in another way a correlation between 
that sign and the goods he offers. The Court 
held in that judgment that the unauthorized 
use of a mark similar to an earlier company 
name or trade name by a third party consti-
tutes a "use for goods or services" when this 
use happens to distinguish those goods or 
services. 

Or vice versa, on the basis of an older trade 
name action can be taken against a later mark 
is dependent on the fact whether the trade 
name is or is not of local significance, since 
the protection of the trade name applies only 
in the geographical area in which the trade 
name is known. Is the trade name of more 
than local significance, then the owner will be 
able to rely on several articles of law in de-
fense, including Article 2.4f Benelux Conven-
tion on Intellectual Property (BCIP) and Arti-
cles 8.4 and 53.1c of Regulation no. 207/2009 
on the Community trade mark and Article 95 
of the Law on Market Practices (WMPC). Is the 
trade only of local significance, then the 
owner can only invoke Article 111 of Regula-

tion 207/2009 on the Community trade 
mark shall only be able to oppose 

the use as a trade name. The 
Regulation refers in 

this case to the 
law of the 

Mem-

ber State concerned. In Belgium, the holder of 
the earlier trade name will therefore rely on 
Article 2.23.2 of the BCIP and the protection 
offered by the Market Practices Act. If no bad 
faith can be proved on the part of the trade-
mark proprietor, the rule of "right through 
first filing" shall apply. The trademark owner 
will therefore keep his exclusive right to the 
use of his mark but will not be able to oppose 
the use of an older trade name of local signifi-
cance. Possible result? There may be a co-
existence between the trademark holder and 
the holder of the trade name with respect to 
the region where he operates. 

 COMPANY NAME vs TRADE NAME / TRADEMARK 

As stated above, a trademark owner may in-
voke an earlier mark against a younger in-
fringing company name under Article 9.1 of 
the Community Trade Mark Regulation 
(CTMR). 

An older company name can in Belgium only 
be enforced against younger company 
names. This designation enjoys a certain pro-
tection under Art. 65 of the Companies Code, 
according to which each company must 
adopt a name that is different from that of 
another company. If the name is similar to 
that of another company or may be confused 
with the name of another company, any in-
terested party can request to have the name 
changed and possibly demand damages. 

Conclusions 

When choosing a name for a company and its 
products or services, it is advisable to conduct 
in advance research into possibly existing 
identical or similar names that can encom-
pass a reason to object to the use or registra-
tion of your name. Such research could avoid 
the possibility making time-consuming and 
costly mistakes. At De Clercq & Partners, our 
experienced Trademark and Designs team 

can help you with these choices - not only 
within Belgium, but also at the 

Benelux, European, and global 
level - before you press full 

steam ahead with launching 
your business.  
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Examiners of Computer Implemented Inven-
tions (CIIs) before the European Patent Office 
(EPO) have a further “fallacy” to consider with 
the issuance of Technical Board of Appeal 
decisions T 1755/10 (Software structure/
TRILOGY) and T 1835/10 (Image selection 
EBAY). This fallacy is a new addition to the 
gallery of CII fallacies laid out in T 1670/07 
(Shopping with mobile device/NOKIA). 

In the present examination of CIIs, the EPO 
looks more stringently compared with other 
technical fields at the technical character and 
features of a claim in what is a well estab-
lished two-step technicality test (see T 
0154/04 and G 3/08). In the first step, the 
claim is tested for exclusion under Article 52
(2) & (3) EPC, namely, does it relate as such to 
one or more of the items listed in this provi-
sion (i.e. discoveries, scientific theories and 
mathematical methods; aesthetic creations; 
schemes, rules, methods for performing men-
tal acts, playing games or doing business, and 
programs for computers; and presentations 
of information). The exclusion only applies if a 
claim relates to this subject-matter or activi-
ties as such, meaning, for instance, with the 
introduction of a technical step or feature 
such as a processor the exclusion would not 
apply. In the second step, assuming the claim 
is novel, the assessment of inventive step 
examines the contribution over the art in re-
gard of features that contribute to an overall 
technical effect; non-technical features are 
not usually taken into account. 

In the examination of inventive step, the case 

law of the Technical Boards of Appeal has 
introduced several “fallacies” - prima facie 
persuasive but flawed argumentation - which 
have been summarised in T 1670/07: 

 The "technical leakage fallacy", in 
which the intrinsic technical nature 
of the implementation leaks back 
into the intrinsically non-technical 
nature of the problem. 

 The "broken technical chain fallacy" 
deals with the fairly common situa-
tion that arises in connection with 
graphic user interfaces (GUIs) where 
a technical effect might result from 
the user's reaction to information. 

 The "non-technical prejudice fallacy" 
where non-technical aspects are a 
reason for not modifying the prior 
art, whereas these features cannot in 
fact contribute to inventive step. 

The issuance of decisions T 1755/10 and T 
1835/10 added a new member to the gallery, 
the “software implementation fallacy”. In 
other words, the frequent general argument 
that modified software causes a modified 
behaviour of the computer and should for 
that very reason be considered, as a technical 
implementation means is insufficient. 

In T 1755/10 the overall goal of claim 1 was a 
method for determining performance-related 
commissions to be paid to sales representa-
tives. This is a commercial goal; sales and  

Software Inventions 
at the EPO: 

New addition  
to the fallacy gallery 
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marketing considerations ("commissions", 
" p r o m o t i o n s " ,  " r e w a r d " ,  " c r e d i t " , 
"compensation") cannot enter into the exami-
nation for an inventive step according to the 
Board. The claimed method seeks to support 
managers in a rapidly changing business en-
vironment. Automation is a general technical 
answer to that need: the method makes use 
of data processing systems. However, the 
general technical idea of computer-
implemented automation is notorious, and its 
use is obvious also in the present context. 

The appellant's central and fundamental ar-
gument was that any different way of pro-
gramming is said to change the internal op-
eration of the computer and should be con-
sidered as a technical implementation al-
ready for that reason. The Board decided that 
such an approach would result in any soft-
ware being considered as a technical means 
of its own. It would effectively remove com-
puter programs from the list of non-
inventions according to Article 52(2)(c) EPC - 
by which the Board is bound (Article 23(3) 
EPC) - even if the appellant regards this as a 
d i s c r i m i n a t i o n  a g a i n s t  c o m p u t e r -
implemented inventions. 

In T 1834/10, the contribution provided by 
the application had non-technical and techni-
cal aspects: a web page is made more attrac-
tive to potential customers by presenting 
images in a lively manner, and the images to 
be presented are selected and displayed 
automatically so that the presentation can be 
changed rapidly. The Board decided that a 
web page designer may consider various ap-
proaches of selective content presentation as 
promising with respect to attracting custom-
ers' attention, and however innovative an 
attractive content selection may be, it relates 
to a presentation of information which is a 
priori non-technical (Article 52(2)(d) EPC), 
even if it lowers a user's cognitive burden (see 
T 1741/08-GUI layout/SAP) or prompts the 
user to start some technical action (broken 
technical chain, see T 1741/08, T 1670/07). 
Hence, the desire to present a selection of 
images, to limit the selection to a predeter-
mined number of images and to present the 
selected images in some preferred layout is a 
non-technical aim. 

The appellant argued that a single software 
instruction (embedded in the mark-up lan-

guage document or web page) conveys both 
the number of images to be selected and the 
locations of the images on the screen and, 
thus, enables a simple and efficient (re-)
generation of the web page. However, the 
Board decided that program elements (tags, 
widgets) for transferring parameters from a 
mark-up language document to a page-
generating program (e.g. browser) are well-
known and are only used by the present ap-
plication for their conventional purpose. The 
application leaves programming details to 
the skilled reader. The Board added that it has 
general doubts about whether a piece of soft-
ware serving a non-technical purpose 
(presentation of information) can be consid-
ered as a technical implementation; such soft-
ware rather constitutes a computer program 
as such (Article 52(2)(c) EPC) as it fails to pro-
vide any further technical effect beyond the 
elementary interaction between software and 
hardware (see T 1173/97-Computer program 
product/IBM, OJ EPO 1999, 609). The combi-
nation of two types of non-inventions 
(presentation of information, computer pro-
gram) is not enough to define a technical 
contribution (the Board here refers to T 
1755/10 and the "software implementation 
fallacy" discussed above). 

Protection is often sought for web-
implemented inventions, which by nature 
may be concerned with a new layout or a 
new way of interacting with a web page, or 
for a business activity which all give rise to 
non-technical effects. The practice of “drilling 
down” in the context of identifying pat-
entable subject matter before the EPO has 
come to mean identifying a technical effect 
that lies beyond the surface activity, which 
can be at the core of the invention, and that 
does not fall under one of the excluded activi-
ties. It is a challenge for patent drafters to 
look past the façade, sometimes in the tech-
nical implementation, and to include suffi-
cient detail and effects. It is a further chal-
lenge to ensure that a specific and often hid-
den aspect can still provide a sufficient and 
enforceable scope of coverage. 

De Clercq & Partners is active in this field of 
computer-related inventions, and would be 
happy to further advise those seeking protec-
tion for their software-related innovations. 
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Technicality requirements  
for computer implemented inventions  

expanded in 2015 edition of  
Guidelines for Examination in the EPO 

The new edition of the Guidelines for Exami-
nation in the EPO which came into force on 
November 1, 2015 provides additional guid-
ance for the assessment of the technical char-
acter and inventive step of a claim in the field 
of computer-implemented (CII) inventions.  

Article 52(2)(c) EPC specifies that “schemes, 
rules and methods for performing mental 
acts, playing games or doing business, and 
programs for computers” are not regarded as 
inventions while Article 52(3) EPC as a coun-
terpoint states  “Paragraph 2 shall exclude the 
patentability of the subject-matter or activi-
ties referred to therein only to the extent to 
which a European patent application or Euro-
pean patent relates to such subject-matter or 
activities as such”. It is a practice before the 
EPO that a CII claim avoids the exclusion of 
Article 52(2)(c) EPC once it is bestowed with 
technical character, the technical character 
being provided by one or more claimed tech-
nical features.  The November 2015 edition of 
the Guidelines at G-II 3.6 clarifies a number of 
well-established principles: 

 Technical character should be assessed 
without regard to the prior art (see T 
1173/97, confirmed by G 3/08). 

 Features of the computer program 
itself (see T 1173/97) as well as the 
presence of a device defined in the 
claim (see T 424/03 and T 258/03) may 
potentially lend technical character to 
the claimed subject-matter as ex-
plained below. 

 In particular in embedded systems, a 
data processing operation imple-

mented by means of a computer pro-
gram can equally be implemented by 
means of special circuits (e.g. by field-
programmable gate arrays). 

The question of technicality returns in the 
assessment of inventive step under Article 56 
EPC, and in the field of CII the features - 
whether technical or non-technical - that con-
tribute over the art and also to the technical 
problem are considered. The November 2015 
edition of the Guidelines at G-VII 5.4 elabo-
rates further on the established problem-
solution approach for an assessment of in-
ventive step in the case where a claim con-
tains a mixture of technical and non-technical 
features. It clarifies: 

 When assessing the inventive step of 
such a mixed-type invention, all those 
features which contribute to the techni-
cal character of the invention are taken 
into account. These also include the 
features which, when taken in isolation, 
are non-technical, but do, in the con-
text of the invention, contribute to pro-
ducing a technical effect serving a tech-
nical purpose, thereby contributing to 
the technical character of the invention. 

 The problem-solution approach is ap-
plied to mixed-type inventions in such 
a way as to ensure that inventive step is 
not acknowledged on the basis of fea-
tures not contributing to the technical 
character of the invention, while all 
those features which do contribute are 
properly identified and taken into ac-
count in the assessment. 
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The Guidelines further set out the steps for the 
application of the problem-solution specifically 
to inventions having a mixture of technical and 
non-technical features, viz:  

 (i) The features which contribute to the 
technical character of the invention are de-
termined on the basis of the technical ef-
fects achieved in the context of the inven-
tion. 
(ii) A suitable starting point in the prior art is 
selected as the closest prior art based on 
the features contributing to the technical 
character of the invention identified in step 
(i) (see G-VII, 5.1). 
(iii) The differences from the closest prior art 
are identified. The technical effect(s) of 
these differences, in the context of the 
claim as a whole, is(are) determined in or-
der to identify from these differences the 
features which make a technical contribu-
tion and those which do not. 

(a) If there are no differences (not 
even a non-technical difference), an 
objection under Art. 54 is raised. 

(b) If the differences do not make 
any technical contribution, an ob-
jection under Art. 56 is raised. The 
reasoning for the objection should 
be that the subject-matter of a 
claim cannot be inventive if there is 
no technical contribution to the 
prior art.  

 (c) If the differences include fea-
tures making a technical contribu-
tion, the following applies: 

– The objective technical prob-
lem is formulated on the basis of 
the technical effect(s) achieved 
by these features. In addition, if 
the differences include features 
making no technical contribu-
tion, these features, or any non-
technical effect achieved by the 
invention, may be used in the 
formulation of the objective 
technical problem as part of 

what is "given" to the skilled per-
son, in particular as a constraint 
that has to be met (see G-VII, 
5.4.1). 
– If the claimed technical solu-
tion to the objective technical 
problem is obvious to the per-
son skilled in the art, an objec-
tion under Art. 56 is raised. 

Finally, the Guidelines recognise that the tech-
nical or non-technical features contributing to 
the technical character of the invention may 
not be immediately apparent, and that an Ex-
aminer may make the selection of features in 
step (i) on a prima facie basis only while the 
analysis at the beginning of step (iii), being per-
formed in a more detailed manner, may reveal 
that some features considered in step (i) prima 
facie as not contributing to the technical char-
acter of the invention do, on closer inspection, 
make such a contribution. When performing 
the analysis in steps (i) and (iii) above, the 
Guidelines state that care should be taken to 
avoid missing any features that might contrib-
ute to the technical character of the claimed 
subject-matter, in particular if the examiner 
reproduces his understanding of the subject-
matter of the claim in his own words during the 
analysis. 

The wording of Article 52(2)(c) EPC adds cre-
dence to the common misconception that soft-
ware inventions at the EPO are excluded from 
patentability . Compared with the US the EPO is 
seen as having quite a narrow approach in in-
terpreting its statutory exclusion, and the cur-
rent amendment to the Guidelines appears to 
underscore its more tolerant approach. A claim 
having a mixture of technical and non-technical 
features may be more commonly encountered 
in CIIs than for other technical fields; the wel-
come expansion to the Guidelines reinforces 
what has been the established practice for 
some time now in the assessment of inventive 
step. The Guidelines do not limit the mixed 
technical feature approach to only CIIs; it might 
be interesting to see to what extent it will be 
routinely applied to other technical fields. 
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More clarity  
on “clarity” requirement: G 3/14 

Introduction 

In decision G 3/14, the Enlarged Board of 
Appeal of the EPO was asked to consider an 
important question relating to the evaluation 
of clarity for amended claims in opposition 
and appeal cases. A lack of clarity (Article 84 
EPC) as such is not a ground for opposition, 
but when the claims are amended, clarity can 
be discussed under Article 101(3) EPC. 
However, the circumstances under which the 
clarity discussion is allowed, and when it is 
not, have been a cause of uncertainty. In 
particular, the Enlarged Board of Appeal was 
asked whether it was allowable to examine 

the clarity of amended claims where 
elements of a dependent claim or a complete 
dependent claim were added to an 
independent claim, and if so, what the extent 
of the clarity examination would have to be, 
referring to Article 101(3) EPC and Article 84 
EPC. 

The question arose from diverging case law 
on this topic. On the one hand, according to 
“conventional” jurisprudence exemplified by 
T 301/87, objections of lack of clarity could 
not be raised when claims were amended in 
opposition proceedings if the objections “did 
not arise from” the amendments made. 
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The “diverging” cases are represented by T 
1459/05 in its more moderate form and by T 
459/09 in its more extreme form. In T 
1459/05, the clarity of a combination of 
dependent claim 4 with independent claim 1 
was to be examined as an exception, due to 
the fact that the added feature was both 
unclear while being the only distinguishing 
feature over the prior art. T 459/09 came to 
the conclusion that any amendment to a 
claim has to be examined for clarity during 
opposition proceedings. 

The questions and answer(s) 

In view of the importance of this point of law 
and the diverging case law, the following 
questions were referred to the Enlarged 
Board of Appeal under Article 112 EPC: 

1. Is the term "amendments" as used in 
decision G 9/91 of the Enlarged Board of 
Appeal  to  be understood as 
encompassing a literal insertion of (a) 
elements of dependent claims as 
granted and/or (b) complete dependent 
claims as granted into an independent 

claim, so that opposition divisions and 
boards of appeal are required by Article 
101(3) EPC always to examine the clarity 
of independent claims thus amended 
during the proceedings? 

2. If the Enlarged Board of Appeal answers 
Question 1 in the affirmative, is then an 
examination of the clarity of the 
independent claim in such cases limited 
to the inserted features or may it extend 
to features already contained in the 
unamended independent claim? 

3. If the Enlarged Board answers Question 
1 in the negative, is then an examination 
of clarity of independent claims thus 
amended always excluded? 

4. If the Enlarged board comes to the 
conclusion that an examination of the 
clarity of independent claims thus 
amended is neither always required nor 
always excluded, what are then the 
conditions to be applied in deciding 
whether an examination of clarity comes 
into question in a given case? 
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The questions referred to the Enlarged Board 
of Appeal were answered in G 3/14 as follows: 

In considering whether, for the purposes of 
Article 101(3) EPC, a patent as amended meets 
the requirements of the EPC, the claims of the 
patent may be examined for compliance with 
the requirements of Article 84 EPC only when, 
and then only to the extent that the 
amendment introduces non-compliance with 
Article 84 EPC. 

Emphasis is given to the term “introduces”. 
Indeed, studying the lengthy decision leads 
to the conclusion that any combination of 
granted claims (e.g., inserting dependent 
claim(s) in an independent claim, selecting an 
alternative embodiment from a list of 
alternatives in a claim, deleting independent 
or dependent claims) does not introduce new 
clarity issues, because these issues were 
already present in the granted claims. This 
also applies in the case where the 
amendment consists of deletion of wording 
from a granted claim, thereby narrowing the 

scope but leaving intact a pre-existing lack of 
compliance with Article 84 EPC. Regarding 
deletion of optional features from a granted 
claim, the claim may be examined for 
compliance with Article 84 when an alleged 
lack of clarity is introduced by such an 
amendment. 

With regards to the existing case law, the 
Enlarged Board of Appeal explicitly stated 
that: 

The Enlarged Board thus approves the 
conventional line of jurisprudence as 
exemplified by T 301/87 […], and disapproves 
[…] the line of “diverging” jurisprudence” […]. 

Practical consequences of G 3/14 

So how will this decision change the daily life 
of patent practitioners? It should not change 
a lot since the conventional jurisprudence 
was followed, but there are a couple of 
practical implications that are worth pointing 
out. 



© De Clercq & Partners 2015. All rights reserved. 25 

From an examination perspective, the Boards 
of Appeal have clearly put the pressure on the 
Examining Divisions. Since neither the 
Opposition Division nor the Boards of Appeal 
are allowed to evaluate the clarity of the 
granted claims anymore,  including 
combinations with the dependent claims and/
or selection of alternatives within the claims, all 
claims should be placed under scrutiny during 
the examination procedure, and should be 
thoroughly investigated for compliance with 
Article 84 EPC. This means that Examiners will 
have to look at all the dependent claims 
closely, even if the independent claims seem 
patentable. The Examiners will also have to 
anticipate future combinations of claims, or 
selections from alternatives, which might give 
rise to problems with clarity later on. 

For Applicants, the decision reinforces the fact 
that the drafting stage of the patent 
application is of utmost importance. Care 
should be taken when drafting dependent 
claims, since these will be the most important 
source for amendments in opposition 
proceedings. Commercially important fallback 
positions should not just be provided in the 
description but should also be added as a 
dependent claim, so that they can undergo 
and hopefully survive the clarity check during 
Examination. In situations where one is unsure 
about using certain phrasings with regard to 
clarity, it might be useful to provide multiple 
dependent claims that use a different wording. 
Even after filing the application, G 3/14 should 
be kept in mind. During examination, for 
example in reply to an Office Action, it might 
be worthwhile to modify certain dependent 
claims or even add a couple of dependent 
claims so that these new fallback positions can 
receive the green light with regard to clarity. 
When in doubt, it might even be worth paying 
extra claim fees, just to make sure that all 
commercially important fallback positions are 
already present in the dependent claims when 
the application goes to grant. 

For Opponents in opposition proceedings, the 
decision makes life a little more difficult, but at 
the same time it clearly defines which tools of 
attack may be used for which types of 
amendments. It is important to remember that, 

even if an amended claim lacks clarity but 
cannot be attacked under Article 84 EPC as 
such, there are multiple alternative tools at the 
opponent’s disposal. As indicated in the 
decision, the unclear feature may be 
interpreted in such a broad way (or even 
rendered irrelevant), that it cannot provide 
novelty or presence of inventive step over the 
prior art, and thus the amended claim may be 
attacked using Articles 100(a), 54, and 56 EPC. 
Alternatively, the unclear feature may result in 
a lack of disclosure and the amended claim 
may be attacked using Article 100(b) EPC. Of 
course, if and when the Proprietor makes an 
amendment that goes beyond the claims as 
granted, for example by introducing a feature 
from the description, a traditional attack for 
lack of clarity under Article 84 EPC may still be 
used. Since the options for an Opponent are 
limited in opposition proceedings, acting 
earlier might be recommended. For example, if 
one is particularly worried about a competitor 
being granted unclear claims, one might 
consider filing third party observations relating 
to Article 84 during the examination 
procedure, instead of waiting for opposition 
proceedings, where the possibilities for use of 
Article 84 will be much more restricted. 

For Proprietors in opposition proceedings, this 
means that amendments from dependent 
claims are “safer” than amendments that find 
their origin in the description, since clarity 
should not be discussed. Auxiliary requests 
might be filed, comprising the literal re-writing 
of one or more dependent claims as 
independent claims (unity under Article 82 EPC 
does not need to be taken into consideration 
in opposition proceedings), or by selecting an 
alternative from a list in a claim (multiple 
selections and Articles 123(2)/123(3) EPC do 
need to be taken into consideration in this 
case). Of course, it is noted that any proposed 
amendments must still be occasioned by a 
ground of opposition (Rule 80 EPC). Hopefully, 
when a Proprietor reaches that stage, sufficient 
care had previously been taken during the 
drafting and examination stages, to provide 
suitable fallback positions in the dependent 
claims. 
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Conclusion 

The Boards of Appeal have decided that, in 
opposition proceedings or appeal cases in 
opposition, for the purposes of Article 101(3) 
EPC, amended claims of the patent may be 
examined for compliance with the 
requirements of Article 84 EPC only to the 
extent that the amendment introduces non-
compliance with Article 84 EPC. Opponents 
should be warned that a lack of clarity that 
was already present in the granted claims 
cannot be objected to anymore for 
amendments that do not introduce new 
clarity issues. However, alternative attacks 
may be used. 

In practice, G 3/14 has put more pressure on 
patent attorneys during the drafting/
examination stage, and more pressure on the 
Examiners during the examination procedure, 
to make sure that the dependent claims are 
just as clear as the independent claims. 
Limiting the discussions on clarity in 
opposition proceedings should result in a 
more serious check during examination, and 
somewhat counter-intuitively this decision 
will most likely assist in maintaining the high 
level of quality one expects for European 
patents. In any case, G 3/14 finally provides 
patent practitioners with more clear guidance 
on the clarity issue.  
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EPO guidance on amendments  
to patent documents 

Art. 123 EPC is the provision of the European 
Patent Convention that concerns amend-
ments. More particularly, Art. 123 EPC dictates 
that any amendment to the claims of a patent 
application should not go beyond the con-
tent of the patent application as filed (Art. 
123(2) EPC) and that any amendment made 
during opposition should not extend the 
scope of the claims beyond that of the patent 
as granted (Article 123(3) EPC). 

The edition of the Guidelines for Examination 
in the European Patent Office issued in No-
vember 2014 contained a change to Part H 
Chapter IV that concerns the allowability of 
amendments in a patent application under 
Article 123(2) and 123(3) EPC. 

The change followed a symposium organised 
by the EPO in Munich in February 2014 in 
which patent professionals together with EPO 
examiners, lawyers and procedural experts 
met in an effort to enhance understanding of 
how examiners apply Article 123(2) EPC and 
to raise awareness among examiners of prob-
lems encountered by users. Practitioners had 
hoped that the result of this symposium 
would be some lenience in the interpretation 
of this article by the examiners as they tend 
to refuse amendments not literally supported 
by the application as filed. 

As a result of the symposium, the following 
conclusions were drawn: 

 

 There was a broad consensus that the 
same criteria should be used for the 
assessment of added subject-matter, 
novelty and priority. 

 The patent professionals advocated 
less formalism in the assessment of 
Art. 123(2) EPC, and more considera-
tion of the actual invention, more in 
the sense of what a skilled person 
could understand. 

 The criterion "directly and unambigu-
ously" does not mean "literally", as also 
stated in Guidelines, H-IV, 2.3. Yet, it 
was felt that in certain cases it is over-
looked that the application is directed 
to the skilled person, who may take his 
common general knowledge into ac-
count in order to determine what is 
directly and unambiguously derivable 
from the application as filed. 

 An overly strict approach obliges ap-
plicants to inflate their applications 
with all possible combinations to an-
ticipate possible amendments. This is 
particularly problematic in cases of 
selections from multiple lists. 

 Added subject matter issues were 
found to take too much time, e.g. dur-
ing oral proceedings; the focus should 
lie more on substantive issues, such as 
inventive step. 

 Applicants were advised to make full 
use of Rule 137(4) EPC and provide 
convincing arguments, especially if the 
basis is less obvious. 
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The conclusions no doubt contributed to the 
insertion of a passage in the 2014 edition of 
the Guidelines, which is repeated in the 2015 
edition at Part H, Chapter IV, 2.2, viz: 

“When assessing the conformity of the 
amended claims to the requirements of 
Art. 123(2), the focus should be placed 
on what is really disclosed to the skilled 
person by the documents as filed as di-
rected to a technical audience. In par-
ticular, the examiner should avoid dis-
proportionally focusing on the structure 
of the claims as filed to the detriment of 
the subject-matter that the skilled per-
son would directly and unambiguously 
derive from the application as a whole.” 

The passage did not signal any significant 
change in the EPO’s practice concerning its 
strict approach, more a raising of awareness 
with examiners that literal support is not a 

requirement - as has always been the case. 
The gold standard for amendments continues 
to apply, namely they should be “within the 
limits of what a skilled person would derive 
directly and unambiguously using common 
general knowledge, and seen objectively and 
relative to the date of filing, from the whole 
of the documents as filed”. The plurality of 
tests and principles (e.g. novelty test, essen-
tiality test, intermediate generalisation test, 
two-list principle, disclaimers, undisclosed 
disclaimers, etc.) remain in force. While there 
was some hope that the EPO was considering 
a softer approach, it is rather business as 
usual meaning applicants for European pat-
ent applications face more challenges com-
pared with other jurisdictions, this having the 
keenest effect for International applications 
originating from outside the EPC and drafted 
according to a more liberal local practice. 
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Company news: 
We are excited to welcome   
our newest team members 

Ann Viaene 

Dr. Ann Viaene holds a PhD in Biotechnology 
and qualified as a European Patent Attorney 
in 2003. 

Ann's career in Intellectual Property started in 
1999 when she joined our firm De Clercq & 
Partners as one of the first collaborators. In 
2004, Ann switched paths and moved to in-
dustry where she headed the IP Department 
of Devgen, a spin-off of the University of 
Ghent and the Vlaams Instituut voor Biotech-
nology (VIB), active in Molecular Genetics and 
Agriculture. In 2012, Ann was part of the Due 
Diligence team that resulted in the acquisi-
tion of Devgen by Syngenta, one of the top 5 
Agribusinesses worldwide. In Syngenta, she 
was responsible for the RNAi patent portfolio 
and she was the IP Business Partner for Rice 
Globally. 

We are happy to once again welcome Ann. 
She will strengthen the patent team as an 
excellent European Patent Attorney and As-
sociate. 

 

 
 
 

 

 

Hans Goesaert 

Dr. ir. Hans Goesaert is a Qualified Belgian and 
European Patent Attorney (2015). 

Hans is everything but a newcomer to the 
sector as he has over 7 years of experience in 
the IP field. Moreover, his scientific back-
ground in various fields of technology such as 
food technology, (bio)chemistry, biotechnol-
ogy and other fields of life sciences as well as 
engineering makes him an excellent addition 
to our team. 
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Jacek Kepa 

Dr. ir. Jacek Kepa obtained a Masters degree 
in Biomedical Science (Bioelectronics and 
Nanotechnology) from the University of Has-
selt, Belgium as well as a Ph.D. in Physics from 
the Catholic University of Leuven (KU Leu-
ven), Belgium. Prior to joining De Clercq & 
Partners, Jacek worked as an experimental 
researcher at the Laboratory for Semiconduc-
tor Physics in collaboration with IMEC (BE). 

 

Sarah Thysen 

Dr. Sarah Thysen holds a Masters degree and 
PhD in Biomedical Sciences from the Catholic 
University of Leuven (KU Leuven), Belgium. 
She performed the research for her Masters 
thesis during a 6-month stay at Tsinghua Uni-
versity, China under the supervision of Prof. J. 
Creemers and Prof. W. Wu. She undertook 
studies for her PhD thesis at the Skeletal Biol-
ogy and Engineering research centre, KU Leu-
ven under the supervision of Prof. Dr. R. Lories 
and Prof. Dr. F. Luyten. 

Prior to joining De Clercq & Partners, Sarah 
worked for one year as a scientific collabora-
tor at the same research centre. She is cur-
rently also finalising an LL.M. in Intellectual 
Property Rights from KU Leuven. 

 

Tom Liessens 

Mr. Tom Liessens joined our trademark team 
as Legal Counsel and Trainee Trademark and 
Design Attorney. 

Tom Liessens holds a Master degree in law 
from the University of Ghent and a subse-
quent LL.M. in Intellectual Property Rights 
from the Catholic University of Leuven (KU 
Leuven), Belgium. 

He started his career as a lawyer-trainee in 
2014 in private practice and gained experi-
ence in various aspects of Commercial law, 
Intellectual Property law and Information 
Technology law. 

Tom provides clients with strategic and 
hands-on advice on the protection, mainte-
nance and management of small and large 
trademark and design portfolios and he also 
assists in negotiations and drafting agree-
ments relating to Intellectual Property. 
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Company news: 
De Clercq & Partners once again appraised  

by IAM and MIP as recommended firm 

De Clercq & Partners is pleased to have again 
received an impressive ranking as Belgium's 
top ranked firm in the 2015 edition of IAM 
Patent 1000 - The World's Leading Patent 
Professionals, a guide prepared by the re-
nowned magazine Intellectual Asset Manage-
ment (IAM). The IAM Patent 1000 guide is 
based on over 1500 interviews with patent 
experts around the globe, and is compiled 
yearly by Intellectual Asset Management, 
published by the IP Media Group. 

The firm is praised and recommended: 

National boutique De Clercq & Partners 
“is highly qualified and experienced at 
securing optimal IP rights”. A trusted ally 
of domestic enterprises, it has an interna-
tional perspective which appeals to for-
eign enterprises and research institutes. 
As a result, the attorneys here handle a 
large volume of Patent Cooperation 
Treaty prosecutions and engage in top-
level global strategising. European oppo-
sitions are another forte; the talented set 
successfully cleared the way for several 
key clients to bring their products to mar-
ket this year. Head of the European Pat-
ent Institute Biotech Committee and for-
mer European Patent Office (EPO) exam-
iner Ann De Clercq wins plaudits for her 
flawless life sciences filings. 

De Clercq & Partners is also proud to an-
nounce that it has been yet again ranked as 
Tier 1 IP Prosecution law firm for Belgium by 
the 2015 Managing Intellectual Property 
(MIP) Survey. MIP is a leading global re-
source for IP related news and analysis, and 
annually conducts its authoritative global 
survey which ranks the leading IP law firms in 
tiers based on extensive research among pro-
fessional peers and clients. 
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Join us at upcoming events 

De Clercq & Partners’ annual Seminar 

The 14th edition of our annual seminar will take 
place on Friday November 27, 2015 in the Auberge 
du Pêcheur in Sint-Martens-Latem. This year’s semi-
nar is titled “What’s hot in the IP field: as technology 
boundaries blur and legislation evolves…” and fea-
tures informative presentations by speakers repre-
senting the EPO as well as by delegates from Belgian, 
British, Danish and Chinese IP Firms and from re-
nowned law and industry firms, both national and 
international. It is the place to be for every practitio-
ner in patenting and litigation in Biotech, Pharma 
and well beyond. Please visit our website for the full 
program. 

De Clercq & Partners’ IP Cafe 

Small and friendly after-work sessions on topics rele-
vant to patenting in different fields of industry will 
be regularly organised in our offices. These IP Cafes 
are aimed at combining the benefits of a short and 
focused presentation on the topic at hand, an infor-
mal discussion to exchange experiences, and a net-
working opportunity with colleagues active in your 
sector. Our patent attorneys will gladly welcome you 
to these informal sessions. Check out the events sec-
tion of our website to find out more. The first edition 
of 2016 will be: 

Update on protection in Latin America in 
January  2016. 

Knowledge for Growth 

12th edition of FlandersBio’s annual life sciences 
conference on May 26, 2016 in Gent. As Europe’s 
premier life sciences conference, Knowledge for 
Growth is the place to be for anyone interested in 
biotech. We would love to see you there and wel-
come you for a chat at our booth. 

 

INTA Annual Meeting 2016 on May 21-25, 2016 in 
Orlando, US 

The Annual Meeting has made its mark as the largest 
and most dynamic trademark and intellectual prop-
erty event in the world, full of opportunities to build 
and expand your professional network. For more 
info, visit the website:  

http://www.inta.org/Programs/Pages/2016AM.aspx. 

 

BIO US International Convention 2016 on June 6-9, 
2016 in San Francisco, US 

This conference is the largest global biotech event 
for industry and service providers, and offers key 
networking and partnering opportunities. For more 
info, visit the website:  

http://convention.bio.org/2016.  

In the coming months, De Clercq & Partners will organise and/or be present at the following events.  


