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Welcome Word

We are pleased to present the autumn 2014
edition of our Newsletter. As always, we aim
to provide you with an overview of the most
interesting developments in IP matters over
the past months.
Both the USPTO and the EPO are still struggling to define the metes and bounds of patentable subject matter. While the dust is
starting to settle on the EPO’s position of the
patenting of human embryonic stem cells
(with recent Board of Appeal decision
T1441/13 confirming the position of the Examining Division towards the cut-off date of
January 10, 2008 for patentability), the Enlarged Board of Appeal’s second decision in
the field of plants and essentially biological
processes in consolidated cases G2/12 and
G2/13 is still anxiously awaited. Many are
hoping that the exclusion from patentability
of methods which contain steps of essentially
biological processes which was defined in
G1/08 and G2/07, will not be extended to
plants which are the result of a process which
could be considered excluded. In the US, the
statutory exclusion of laws of nature, natural
phenomena and abstract ideas from patentability which was previously found to affect
the patentability of naturally existing compounds such as DNA and methods relying on
observations of reactions which occur in the
body (as e.g. diagnostic methods) has now
also been applied in the field of computer
implemented inventions (see the article on
“Alice” herein). For applications which relate
to subject matter in these fields, we will need
to take these decisions into consideration and
continue be creative in our search for alternative claim formulations which avoid these
exclusions and still confer valuable protection.
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At the same time, we are happy to be able to
report on a number of changes in administrative rules and procedures at the Belgian and
European Patent Offices, which will facilitate
filing and/or ensure a more efficient prosecution of applications. We can only applaud
these changes which make the patent systems more user-friendly.
With regard to the unitary patent, there does
not yet seem to be a realistic date for its implementation. While awaiting political courage of the member states, much preparatory
work is going on behind the scenes, with
judges being trained around Europe, the
rules of procedure being finalised and discussions ongoing on the appropriate fees with
the EPO. Indeed, in order for the system to be
successful, it must be shown to work well
when it is implemented.
In addition to these developments in patent
law, the present Newsletter also includes an
article on a recent decision on the protection
of functional designs. Our Trademark and
Designs group is growing rapidly and our
combined expertise on patents, trademarks
and designs now more than ever allows us to
provide our clients with an integrated strategic approach to protection of their intellectual property assets.
We hope these articles will be of interest to
you and look forward to answering any questions you may have on the implications of the
issues and changes raised therein for the protection of your intellectual property portfolio.
Be sure to visit our website for more news
and information on upcoming events.
Wishing you a good end of year and a happy
holiday season!
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Fast facts
Unitary Patent and Unified Patent Court – A short update

In our previous Newsletters we reported on
the regulations regarding the Unitary Patent
system and the agreement on the Unified
Patent Court (UPC). In order for the agreement on the UPC to enter into force at least
13 states, including France, Germany and the
United Kingdom need to ratify the agreement. The regulations on a unitary patent will
apply from the date of entry into force of the
agreement on the UPC.
The ratification process of the UPC is ongoing, and currently Austria, Belgium, Denmark,
France and Sweden have ratified the international agreement on the UPC. So which eight
countries are most likely to ratify the UPC
agreement next?
The political process in the United Kingdom is
also ongoing and it is believed that Germany
is also likely to ratify in 2015. Sweden has
made an agreement with Estonia, Latvia and
Lithuania to establish a Nordic-Baltic regional
division. Therefore it seems that these countries will also ratify the UPC agreement. Parliamentary ratification has also been initiated in
Luxembourg which will host the Court of Appeal of the UPC. Malta is believed to have
ratified the UPC agreement but has not yet
deposited its instrument of ratification, leaving only a single state that needs to ratify in
order for the UPC to come into effect. Likely
candidates are Finland, Ireland or the Netherlands.
From a technical perspective, the European
Patent Office (EPO) has adopted a new draft
version of the 'Rules relating to unitary patent
protection'. The rules now indicate that
"Unitary effect shall only be registered if the
European patent has been granted with the
same set of claims in respect of all the participating Member States.". The notes to the
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rules further clarify that "unitary effect is registered only where the European patent has
been granted with the same set of claims for
all the 25 participating member states, irrespective of whether these States have ratified
the UPC Agreement or not." meaning that all
patent applications filed before 1 March 2007,
(i.e., before Malta joined the EPC) will not be
eligible for unitary effect, even if these patents are granted after the unitary system
takes effect. If Croatia joins the unitary system, any patent application filed before 1
January 2008 is not eligible.
In September 2014 the Preparatory Committee of the Unified Patent Court published an
update on the progress of its work towards
the opening of the court. The Committee
continues to work on the basis that "the
Court will not be ready before the end of
2015", an agreement on the Rules of Procedure is expected in May 2015. The president
of the EPO, Benoit Battistelli apparently announced that he hoped to be able to announce the fees for the Unitary patent “by
June 2015” at a meeting in Brussels on November 13th 2014.
As such, while the technical preparations are
moving forward an estimate for entry into
force appears to be the end of 2015 at the
earliest. The actual date of entry into force
may also still be influenced by the two pending complaints of Spain with the Court of Justice of the European Union (CJEU cases C146/13 and C-147/13). However, this seems
less likely since in the CJEU’s Advocate General’s opinion which issued on November 18th
2014, Yves Bot indicated that Spain’s actions
against the regulations challenging the legality of the unitary patent and language regulations, should be dismissed.
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Fast facts
PCT direct: EPO allows applicants to comment on earlier search reports at the time of PCT filing
The European Patent Office (EPO) has taken
the initiative to link the search process conducted by the EPO with respect to first filings
(directly or on behalf of European national
patent offices) with that of the International
phase for a subsequent PCT application.

ing the patentability of the claimed subjectmatter as well as interpretation of the cited
prior art at a very early stage of the PCT filing.
The examiner will take these comments into
account when carrying out the international
search and preparing the written opinion.

Currently, we often see that the search report
(and the corresponding search opinion) received from the EPO for the first filing and the
subsequent PCT application are almost identical. This is especially frustrating where the
search report and corresponding search opinion appear to show an incorrect evaluation of
the invention and/or the prior art. Often the
same incorrect evaluation is repeated for the
PCT application and as a representative for
the applicant there is not much one can do to
avoid this situation. Typically, amendments to
the text of the patent application (e.g. incorporating the prior art cited in the first search
report in the description of the international
application) will not motivate the EPO examiner to rework the search report. Only drastic
amendments to the claims will result in a revision of the search report.

The PCT Direct initiative will hopefully result
in the EPO establishing a more positive International Search Report and written opinion
resulting in a favourable International Preliminary Report on Patentability without the applicant having to start the more costly Chapter II examination procedure during the International phase. Obviously, this may lead to a
faster grant shortly after entering into the
regional phase at the EPO.

By introducing the PCT Direct initiative (for
International applications filed as from 1 November 2014) the EPO aims at avoiding this
kind of situation. PCT Direct offers the applicant an opportunity to respond to the objections raised in the search report (of the priority application) by filing together with the PCT
application a letter with “informal comments
aimed at overcoming objections raised in the
search opinion established by the EPO for the
priority application”. These comments will
allow the applicant to file arguments regard-
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We believe that this new service by the EPO
will provide a very cost-effective service to
applicants choosing to file an International
patent application, which in the current economical context is a key element in a well
thought through patenting strategy for innovative companies. This initiative should improve the efficiency and quality of the international search procedure, in cases in which
the EPO is acting as International Searching
Authority and in which a priority is claimed
from an earlier application already searched
by the EPO, such as an earlier European patent application or a Belgian patent application.
We welcome this change and hope that it will
provide a more useful Search Opinion for applicants in the International phase. The new
service will be available for International applications filed at the EPO as receiving office
as from 1 November 2014.
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Fast facts
Non-unity in PCT: applicants can choose to defer additional searches
to EP regional phase
As of November 1, 2014 an amended Rule
164 EPC came into force. With this amendment, the European Patent Office (EPO) creates the possibility to have further inventions
searched upon entry into the regional European phase following the International (PCT)
phase. This will increase the options and decrease the costs for Applicants in cases where
the claims encompass multiple non-unitary
inventions.
Up till now, a lack-of-unity objection in the
International Search Report during the PCT
phase meant that the application was restricted to the searched invention(s) upon entry in
the regional European phase. The applicant
hence needed to have already paid additional
search fees in the PCT phase in order to have
the option upon EP entry to prosecute an
invention other than the one first listed in the
claims. If the applicant had not paid, it was
impossible to have the other inventions considered in the European regional phase application. European applicants were therefore
obliged to file a divisional application to determine the novelty and inventiveness of the
unsearched subject-matter. This was not the
case for those non-European applicants not
using the EPO as the International Searching
Authority (ISA). Since European applicants are
obliged to use the EPO as ISA, European applicants were effectively discriminated
against.
As from November 1, 2014, the possibility
became available to request one or more additional searches upon payment of additional
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search fees for inventions relating to unsearched subject-matter, after entry in the
European Regional phase. In particular if the
EPO finds that a European regional phase
application lacks unity of invention, the applicant will be given the opportunity to pay an
additional search fee per invention within a 2month time-period from an invitation thereto. Any claimed invention may thus be prosecuted in the European regional phase, irrespective of whether it had been searched in
the PCT phase, without the need to file a divisional application. For those cases where the
EPO was the ISA, the new rules will apply if,
on November 1, 2014, EPO has not yet drawn
up a first communication from the examining
division namely under Article 94(3) EPC and
Rule 71(1) or (2) EPC, or under Rule 71(3) EPC.
For cases where the EPO was not the ISA, the
new rules apply if, on November 1, 2014, the
supplementary European Search report has
not yet been drawn up. The change to the
implementing regulations can open up a
number of interesting possibilities for currently pending PCT applications. Where there
is a lack-of-unity objection in the PCT phase,
we can recommend checking whether the
application fulfils the requirements of new
Rule 164 EPC, since this can help you to defer
the payment of costly additional search fees
to the date of entry into the European regional phase.
Please do not hesitate to contact us if we can
be of further assistance in considering the
implications of this rule change for your specific case.
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Board of Appeal confirms difference in scope between “old” and
“new” second medical use format in T 879/12
While the EPC excludes from patentability
methods of treatment and diagnosis on the
human or animal body, this exception does
not extend to products for use in such methods. The EPC further acknowledges that the
application of a known compound for a previously undisclosed indication is not anticipated by the disclosure of the compound per se.
However, while in such situations absolute
product protection is no longer possible due
to the prior art, the exclusion of methods of
treatment forbids the patentability of claims
directed to the use of the product for the new
indication. In order to address this issue and
in view of the importance of the possibility to
protect inventions relating to novel applications of known compounds for medical research, the Enlarged Board of Appeal in its
decision G5/83 instituted the practice of
“Swiss-type” claim formulations. A Swiss-type
claim refers to the substance or composition
“for use in the manufacture of a medicament
for the treatment or prevention of” the newly
found indication. While such claims were
granted by the European Patent Office for
over twenty years, there remained some
doubt as to their legitimacy. Accordingly,
with the introduction of EPC 2000, the “Swisstype” claim formulation was replaced by the
purpose-limited product claim formulation
(product X for use in the treatment of disease
Y). Former Article 54(5) EPC in EPC 1973 was
moreover replaced by Articles 54(4) and 54(5)
in EPC 2000, explicitly acknowledging respectively the novelty of a known compound for
use in a first and further medical indication.
For applications filed before the introduction
of the new second medical use format, it became possible to introduce purpose-limited
product claims either as alternative or in replacement of the former “Swiss-type” format.
For applications filed after January 29, 2011,
the new format became mandatory. From the
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outset, there was some discussion amongst
practitioners as to the potential difference in
scope of these two formats and how these
would be interpreted by the national courts.
Subsequent statements from the EPO appeared to support the possibility that the
scope of these different claim formats were
not identical. The amendment to Article 54(4)
in EPC 2000 in support of the purpose-limited
product claim was “intended to match as
closely as possible the scope of protection to
the scope provided by a Swiss type
claim” (Official Journal, Special Edition No. 4,
2007). In G 02/08, the Enlarged Board of Appeal took into consideration the comment
from an amicus curiae brief that the scope of
protection conferred by a use related product
claim “is likely to be broader than that conferred by a so-called Swiss-type claim”.
As a cautionary measure, many applicants
thus aimed to include both claim formats in
their applications. In Board of Appeal decision
T 1570/09, the Board refused the Main Request comprising both “Swiss-type” claims
and purpose-limited product claims for the
same indication based on the argument that
two different laws (EPC 1973 and EPC 2000)
could not apply to the same set of claims. This
naturally led to the question whether the provision of “Swiss-type” claims in a parent and
corresponding purpose-limited product
claims in a divisional application (i.e. two
different sets of claims) would be allowable or
whether the issue of double patenting would
arise. This is specifically the issue which was
under consideration before the Technical
Board of Appeal in T1780/12 (January 30,
2014). The parent application had already
been granted with Swiss-type claims for the
treatment of cancer, and the applicant was
pursuing purpose-limited product claims for
the same indication in the divisional application.
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The Board agreed with the Examining Division in that, even if there is no explicit basis in
the EPC for objecting to double patenting,
the Guidelines for Examination in the European Patent Office (GL) specify that while it is
permissible for an applicant to proceed with
two applications having the same description
but claims to different inventions or different
aspects of the same invention, where the
claims relate to the same invention, the Applicant should be requested to either change
the claims or choose which one of the applications he wishes to pursue (GL C-IV, 7.4 Double patenting). The guidelines moreover
specify with regard to divisional applications
that “parent and divisional applications may
not claim the same subject-matter” (see GL IV,
7.4). This is in line with G 01/05 and G 01/06
which stated that the principle of prohibition
of double patenting exists on the basis that
an applicant has no legitimate interest in proceedings leading to the grant of a second
patent for the same subject matter if he already possesses one granted patent therefor.
However, the Board of appeal disagreed with
the Examining Division in their finding that
applications containing claims to the same
invention eo ipso had to mean that the same
subject matter was claimed. Indeed, it was
noted that the subject matter of a patent involves two aspects, the first the category or
type of claim and the second the technical
features which relate to the technical subject
matter.
It was argued that what had to be considered
was whether or not the subject-matter of the
claims, as defined by their categories in combination with their technical features, is the
same for the granted claims and the claims
under consideration in the divisional application.
The board concluded that the claimed subject-matter was different in view of the fact
that relevant claims were of different categories and contained different features (the
“Swiss-type” wording referring to the manufacture of the medicament). The Board of Appeal further contested the Examining Divisions’ comment that double patenting is not
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related to the potential difference in scope of
protection. Indeed it was argued that the
“lack of legitimate interest” referred to in G
1/05 and G 1/06 could only be invoked if the
scope of the claims was really identical. Accordingly it was considered that the potential
variance in the protection afforded by both
formats of second or further medical use
claims was crucial to the decision on double
patenting.
The board then commented on the fact that,
based on G 2/88 which specifies that a process claim confers a more limited scope of
protection than a product claim, the scope of
a purpose-limited process claim (such as the
Swiss-type claim formulation) is also more
limited compared to that of a purpose-limited
product claim. As the scope of protection is
thus noticeably different between the Swisstype claims and the purpose-limited product
claims, it was considered that no double patenting objection could be made.
Indeed, the potential issue of double patenting for claim sets with overlapping claim
scope which appeared to be raised by the
Board of Appeal of T 307/03, seems not to
have been given much weight by other appeal boards which have emphasised that
there is no reason to deviate from the mandatory requirement of "same subject-matter" set
forth as a condition for double patenting in G
01/05 and G 01/06 cited above (T 2461/10, T
2402/10, T 1391/07, T 1491/06).
The position of the Board of Appeal in T
1780/12 with regard to the use of the two
second medical use claim formats has been
confirmed in T 879/12 issued in August of
this year. In this case a similar issue of double
patenting was raised for a divisional with purpose-limited product claims over a granted
parent application with Swiss-type claims to
the same indication. Accordingly, it seems
that it should thus remain possible for applicants having pending applications filed before January 29, 2011 with claims to a first or
further medical indication, to pursue both
types of claims if not in the same application,
then at least by filing a divisional application.
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Methods of producing seedless watermelon considered
not to fall under “essentially biological process” exclusion
in T 1729/06 (Decision of September 17, 2014)
Syngenta Participations AG had filed a patent
application with claims to methods for producing a seedless watermelon, the use of
specific diploid watermelon plants in such
methods and methods for increasing the
yield of triploid watermelon plants. The Examining Division refused the claims as reading on essentially biological processes and
therefor excepted from patentability under
Article 53(b) EPC.
The claim to the method for the production
of seedless watermelon under consideration
contained the steps of planting a row of triploid watermelon plants, planting a row of
diploid watermelon plants comprising a gene
“e” and fruits with defined features, and allowing the pollination of the triploid watermelon plants by the diploid watermelon
plants.
Syngenta appealed the decision of the Examining Division. The Technical Board of Appeal
(TBA) in its reasoning considered the interpretation of the exclusion of Article 53(b) given
in G2/98 and more particularly the recently
issued consolidated decision of the Enlarged
Board of Appeal G 2/07 and G 1/08 (the
“Broccoli” and “Tomato” cases). Therein the
Enlarged Board of Appeal had specified that
"[a] non-microbiological process for the production of plants which contains or consists of the
steps of sexually crossing the whole genome
of plants and of subsequently selecting
plants [was] in principle excluded from patentability as being "essentially biological" within
the meaning of Article 53(b) EPC".
In considering the subject matter of the Syngenta application, the TBA noted that triploid
watermelon plants (which result from the
crossing of diploid and a tetraploid plants)
are not fertile, in that they do not produce
male or female gametes, but can produce
(seedless) watermelon fruits, provided the
female sterile flowers are pollinated. This is
typically ensured by the provision of nearby
diploid pollinator plants, which provide
enough pollen to ensure fruit development.
Accordingly, the TBA found that the claimed
methods did not involve the sexual crossing
of whole genomes of the watermelon plants
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and were not “characterised by the fact that
the traits of the plants resulting from the crossing were determined by the underlying natural
phenomenon of meiosis” (as emphasised for
the methods considered excepted in G 02/07G 01/08). Indeed, as the pollinated female
flowers of the triploid plant are infertile, no
meiosis takes place and the seedless watermelon consists entirely of tissues of the triploid plant. Thus, it was satisfied that the
claims did not represent essentially biological
process as defined in G 02/07-G 01/08.
Because the TBA, however considered that
the Enlarged Board in G 02/07-G 01/08 did
not give an exhaustive definition of the subject-matter to which the process exclusion in
Article 53(b) EPC is applicable in relation to
plant inventions, it went on to consider
whether the claims of the Syngenta application could be considered to fall within the
exclusion on other grounds. For this purpose
it considered the legislative history of Article
53(b) and Rule 26 EPC and concluded that
there was no indication that the legislator
intended to exclude from patentability claims
such as those under consideration. To the
contrary, the board concluded that the EPC
1973 legislator (and hence the EPC 2000 legislator) only wished to exclude from patentability “the - then conventional - processes
applied by plant breeders in connection with
new plant varieties for which a special property right was available under the UPOV Convention and processes which were fundamentally of this type”, but that it in contrast
did not intend to exclude processes which
contained a technical character.
The decision of this TBA confirms that the
exclusion of methods involving essentially
biological processes under Article 53(b) EPC
should not be considered by the Examining
divisions to encompass any method involving
growing plants, but that detailed analysis of
the actual steps should be considered. On the
other hand, as was to be expected, it appears
that the criteria of G 02/07-G 01/08 will be
followed strictly in such an analysis, which
implies a challenge for all applicants aiming
to obtain protection for methods which do
involve sexual crossing of plant genomes.
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New Belgian Patent Act in force since September 22, 2014

After a three year wait, the new Belgian Patent Act of January 10, 2011 finally largely
entered into force on September 22, 2014.
What has changed? In principle the new Patent Act puts the Belgian system in line with
Patent Law Treaty (PLT) requirements and the
EPC 2000 reform. We list the major changes
below.
In accordance with the PLT requirements, a
Belgian patent application can now be filed in
any language, provided a translation in
Dutch, French, or German (depending on the
location of the Applicant) is submitted within
a period of three months from the filing date.
The only requirements at the time of filing are
to submit a request for a Belgian patent, information enabling the Belgian Patent Office
to contact the Applicant, and something that
“at first sight appears to be a description”.
This is similar to the EPC 2000 wording. Further, application documents and priority
claims can be corrected later on. Maybe the
most important change with regard to the
filing procedure is the introduction of an online filing tool, called the “Benelux Patent
Platform”, a joint project between the Dutch,
Luxembourg and Belgian Patent Offices.
Another major change, which actually has
been in force since March 13, 2014, is the introduction of a true re-establishment of rights
procedure, similar to the procedure followed
by the European Patent Office. Also here, the
“all due care” principle will be applied. This is
a positive development, of course, since it will
(if all due care can be proven) allow reestablishment of rights when for example a
translation was filed too late after the grant of
the European Patent. One drawback is that
this procedure will also replace the existing re
-establishment procedure for non-payment
of renewal fees, thereby possibly raising the
“having a valid reason not to pay” criterion to
the “all due care” criterion. It remains to be
seen how the Office will interpret this provision in this context.
Some further changes to the Act comprise
the confirmation of the doctrine of equiva-

© De Clercq & Partners 2014. All rights reserved.

lence when interpreting the scope of protection of claims, the introduction of the limitation and revocation procedures and the confirmation of the possibility to change the
claims during procedures before the courts.
The necessity of filing a power of attorney has
been abolished for most acts, except for e.g.
withdrawing or revoking the application or
patent.
A further change is the abolishment of the
automatic publication of the title of newly
filed patent applications, increasing initial
secrecy for the applicant. Applications will
however be automatically published at 18
months, even when not ready for grant. Furthermore, the application “file wrapper” will
be made available on-line.
The filing procedure for divisional applications has also been simplified and now uses
the generally accepted criterion that the divisional application needs to be filed before the
grant date of the parent application. This is an
important change, since before this, one
could only file a divisional application when a
lack-of-unity objection was raised in the novelty report, or if no such objection was raised,
prior to receiving said novelty report, which
was a totally unpredictable date.
Finally, the new Act has been “codified” in the
new “Code of Economic Rights” (Wetboek
Economisch Recht – Code de Droit
Economique), which foresees that from January 2015 onwards, the commercial court of
Brussels will exclusively treat patent infringement and nullity procedures. Although this
should in the long term result in a true specialised court, we hope that in the short term
this does not lead to the loss of experience
built up in the other commercial courts.
The many changes introduced by the new
Belgian Patent Act modernise and streamline
the patenting procedure for applicants,
which can only be applauded. We expect
that this will raise many questions, which our
team of Belgian Patent Attorneys at De Clercq
& Partners will be happy to address.
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Alice in Patentland: a new US patent eligibility test
for computer implemented inventions
Introduction
In its decision of June 19, 2014, the US Supreme Court unanimously held claims to a
computerised escrow service for facilitating
financial transactions patent-ineligible because they are drawn to an abstract idea. The
act of implementing the claims on a generic
computer was not sufficient to transform the
claims into a patentable invention.
The US Supreme Court decision concerned
four patents held by Melbourne-based Alice
Corp which was not involved in activities covered by the patents contested by New Yorkbased CLS Bank International, themselves
engaged in activities utilising the patented
methods. The decision is universally referred
to as Alice.
Under U.S.C. 35 §101 “any new and useful
process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may be eligible for patent
protection.”. The US Courts have recognised
three exclusions to the provision, namely,
laws of nature, natural phenomena, and abstract ideas. Alice concerns the “abstract ideas” exclusion.
Pre-emption
The US Supreme Court (referred to as “the
Court” herein) observed that the concern
driving these exceptions to patentability is
“pre-emption” in which a patent pre-empts a
basic idea, and would effectively grant a monopoly over an abstract idea. Laws of nature,
natural phenomena, and abstract ideas are
the basic tools of scientific and technological
work; monopolization of those tools through
the grant of a patent might tend to impede
innovation more than it would tend to promote it thereby thwarting the primary object
of the patent laws. The concern is that patent
law should not inhibit further discovery by
improperly tying up the future use of these
building blocks of human ingenuity.
At the same time, the Court observed it
treads carefully in construing the exclusionary principle lest it swallow all of patent law.
At some level, all inventions embody, use,
reflect, rest upon, or apply laws of nature,
natural phenomena, or abstract ideas. Thus,
an invention is not rendered ineligible for a
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patent simply because it involves an abstract
concept. Application of such concepts to a
new and useful end remains eligible for patent protection.
In applying the §101 exception, a distinction
must be made between patents that claim
the “building blocks” of human ingenuity and
those that integrate the building blocks into
something more, thereby transforming them
into a patent-eligible invention. The former
“would risk disproportionately tying up the
use of the underlying” ideas, and are therefore ineligible for patent protection. The latter pose no comparable risk of pre-emption,
and therefore remain eligible for the monopoly granted under US patent laws.
New test based on Mayo
The Court referred to the precedential decision in the case of Mayo Collaborative Services v. Prometheus Laboratories, Inc., which
set forth a framework for distinguishing patents that claim laws of nature, natural phenomena, and abstract ideas from those that
claim patent-eligible applications of those
concepts. The test involves two steps:
(i) First, we determine whether the claims at
issue are directed to one of those patentineligible concepts.
(ii) If so, we then ask, “what else is there in the
claims before us?”. To answer that question,
we consider the elements of each claim both
individually and “as an ordered combination”
to determine whether the additional elements “transform the nature of the claim”
into a patent-eligible application. We have
described step two of this analysis as a search
for an “‘inventive concept’”-i.e., an element or
combination of elements that is “sufficient to
ensure that the patent in practice amounts to
significantly more than a patent upon the
[ineligible concept] itself.”
Application of the test to Alice patents
Applying the step (i) of the above test, the
claims were considered as patent-ineligible,
being drawn to the abstract idea of intermediated settlement. The Court reviewed its
own earlier §101 cases regarding ineligible
subject matter directed to an algorithm
(Benson), mathematical formula (Flook), and
hedging risk (Bilski), stating, “Like the risk
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hedging in Bilski, the concept of intermediated settlement is a ‘fundamental economic
practice long prevalent in our system of commerce.’”. As support, it cites two references,
one from 1896 disclosing the use of clearinghouses as intermediaries to reduce settlement risk and another stating that the use of
third party intermediary is a building block of
the modern economy.
The Court proceeded to reject the petitioner’s
assertion that an intermediated settlement is
not an abstract idea as the abstract-ideas category is confined to a pre-existing, fundamental truth that exists in principle apart
from any human action. The Court opted not
to delimit the precise contours of the abstract
idea exception, and found that Alice’s claims
were sufficiently close to the risk hedging in
Bilski.
Regarding step (ii) in Mayo’s framework, the
Court concluded that the method claims,
which merely require generic computer implementation, fail to transform that abstract
idea into a patent eligible invention. In reaching its decision, the elements of the claim
were examined to determine whether it contains an inventive concept sufficient to transform the abstract idea into eligible subject
matter; more is needed than simply stating
the abstract idea and adding the words
“apply it”. According to Mayo, methods for
determining metabolite levels were already
well known in the art and the process at issue
amounted to nothing significantly more than
an instruction to doctors to apply the applicable laws when treating their patients. Regarding Benson and Flook, the Court regarded
those as simply implementing a principle on
a computer. Diehr, by contrast involved a well
-known mathematical equation used to solve
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a technological problem in “conventional
industry practice.” In the Court’s view, the
claims in Diehr were patent eligible because
they improved an existing technological process, not because they were implemented on
a computer. According to the Court, these
past cases demonstrate that “the mere recitation of a generic computer cannot transform
a patent-ineligible abstract idea into a patenteligible invention.”
The decision concedes that a computer is a
tangible system and a “machine” for purposes of § 101, and that “many computerimplemented claims are formally addressed
to patent-eligible subject matter”, however,
the presence of a computer does not end the
§ 101 inquiry because an applicant could
claim “any principle of the physical or social
sciences by reciting a computer system configured to implement the relevant concept.”
In evaluation of the method claims, the relevant question for Mayo’s step (ii) is whether
the claims do more than simply instruct the
practitioner to implement the abstract idea
on a computer. The Court found that the
claims did not. Taking the claim elements
separately, the function performed by the
computer at each step of the process was
considered to be purely conventional. Considered as an ordered combination, the computer components of the petitioner’s method
added nothing that was not already present
in the step when considered separately. The
method claims did not, for example, purport
to improve the functioning of a computer
itself. Nor did they effect an improvement in
any other technology or technical field. The
Court concluded this was not “enough” to
transform an abstract idea into a patenteligible invention.
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Regarding the computer system claims and
computer readable medium, these failed for
substantially the same reasons. What the petitioner characterised as specific hardware - a
“data
processing
system”
with
a
“communications controller” and “data storage unit” – was seen as purely functional and
generic. Nearly every computer will include a
“communications controller” and “data storage unit” capable of performing the basic
calculation, storage, and transmission functions required by the method claims. As a
result, none of the hardware recited by the
system claims offers a meaningful limitation
beyond generally linking the use of the method to a particular technological environment,
that is, implementation via computers. The
system claims are no different than the method claims in substance according to the
Court; otherwise eligibility would depend
simply on the draftsman’s art.
Alice aforethought
Alice offers some guidance to practitioners
wanting to pre-empt a patent-ineligibility
rejection under §101at the drafting stage.
Firstly, determine whether the claims are directed to one of the judicially-recognised
exceptions. If so, assess the elements of each
claim both individually and in ordered combination to determine if there is an inventive
concept present in the claim that adds
“enough” to transform an abstract idea into a
patentable invention.
The decision further provides clues as to what
is meant by an abstract idea. Ideas, algorithms, mathematical formulas and fundamental economic practices such as hedging
risk and using escrow services are not patenteligible. Abstract ideas are not limited to preexisting truths existing apart from any human
action. Importantly, the decision did not delimit the contours of the abstract idea exception; with this question unanswered future
cases would be expected to clarify the mean-
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ing.
Concerning the whether there is “enough” to
transform the abstract idea, the decision referred to the claims of Diehr as patent eligible
because the “significant more” content improved an existing technological process, and
not merely because the claims were implemented on a computer, suggesting that a
technological improvement should be an
important consideration for eligibility.
Software patents at the EPO
Software inventions at the European Patent
Office (EPO) are treated in somewhat differently, the exclusion from patentability under
Article 52(2) EPC applying if the software
claim is insufficiently technical. The EPO recognises different computer implemented
invention claim categories, for instance, the
computer program as such, an apparatus (e.g.
computer system) set up to execute a method, a method of operating said apparatus,
and the physical media carrying the program
(e.g. computer hard drive, SD card and the
like).
Computer program category
Article 52(2) EPC specifically mentions that
the “programs for computers” category is
excluded from patentability; Article 52(3) EPC
limits the exclusion to the program as such.
The EPO Guidelines for Examiners at G-II, 3.6
states that the exclusion does not apply if it
the program is capable of bringing about,
when running on or loaded into a computer,
a further technical effect going beyond the
"normal" physical interactions between the
program (software) and the computer
(hardware) on which it is run (T 1173/97 and
G 3/08). The normal physical effects of the
execution of a program, e.g. electrical currents, are not in themselves sufficient to lend
a computer program technical character, and
a further technical effect is needed.
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While it is recognised that computer programming involves technical considerations,
since it is concerned with defining a method
which can be carried out by a machine, this
machine-implementability in itself is not
enough to demonstrate that the program
which results from the programming has
technical character; the programmer must
have had technical considerations beyond
"merely" finding a computer algorithm to
carry out some procedure (G3/08). The EPO’s
“further technical effect” finds resonance in
the Alice’s “significantly more”.
Examples of a further technical effect which
lends technical character to a computer program may be found in the control of an industrial process, the internal functioning of
the computer itself or its interfaces under the
influence of the program, and could, for example, affect the efficiency or security of a
process, the management of computer resources required or the rate of data transfer in
a communication link.
If claimed subject-matter relating to a computer program does not have the requisite
technical character, it would be rejected under Articles 52(2) and (3) EPC. If the subjectmatter passes this test for technicality, the
examiner would then proceed to the questions of novelty and inventive step.
Claims defining technical means
While a computer program requires the further technical effect at the EPO, any claim
such as an apparatus or method claim defined or using technical means is an invention
within the meaning of Article 52(1) EPC (T
424/03 and T 258/03, and confirmed in
G3/08). This applies even if the technical
means are commonly known; for example,
the inclusion of a computer, a computer network, a readable medium carrying a program,
etc. in a claim lends technical character to the
claimed subject-matter. That the EPO will not
reject under Article 52(2) EPC such claims
having a conventional computer implementation is a point of departure from Alice which
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does not lend eligibility to a generic computer implementation of an abstract idea. However, in assessment of inventive step, features
which do not contribute to a technical character of a claim do not support the presence
of inventive step (T 641/00 “Two identities/
COMVIK”); in other words, the EPO appears to
defer the equivalent of Alice’s “significantly
more” to the assessment of inventive step.
Conclusions
Alice joins Bilski and Mayo in a trinity of decisions affirming that patents may issue for
machines, compositions of matter, articles of
manufacture and processes, but abstract ideas, natural phenomena and laws of nature are
patent ineligible. The claims must contain
“enough” additional features to demonstrate
“significantly” more than the judicial exception. Abstract ideas are known to encompass
economic principles, mental steps/organising
human activity, mathematical relationships or
formulas. A “significantly more” contribution
might be an improvement to the functioning
of the computer itself, or an improvement to
another technology field, but not merely an
instruction to apply the abstract idea to a
computer. In a similar vein, the EPO has an
explicit exclusion toward computer programs, but which can be overcome if the
claim defines a further technical effect, or
more easily if the claimed is directed to a
computing apparatus or a storage medium. A
torrent of commentary articles has been published post Alice, and the US PTO is collecting
public opinion before providing more comprehensive guidance to patent examiners.
Questions raised by what is considered an
abstract idea remain unresolved, and for the
time being, we appear to have yet another
difficult patent eligibility test to negotiate.
While US PTO’s eventual guidelines might
provide the needed clarity, applications destined for International filing will still have to
navigate the subtly different eligibility requirements of the US PTO and exclusions of
the EPO.
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The latest on patenting inventions using human embryonic stem
cells in Europe
In this article, we report briefly on the further
developments in the patenting of inventions
relating to or using human embryonic stem
cells (hESCs) before the European Patent
Office.
TBA decision T1441/13
In a recent decision of the Technical Boards of
Appeal (TBA) of the European Patent Office
(EPO), T1441/13, the Boards confirmed the
cut-off date of January 10, 2008 (Chung et al.,
2008), as the date from which it was possible
to obtain human embryonic stem cells
(hESCs) from human blastocysts without destroying the human embryo, and as the filing
date from which a European patent application directed thereto could avoid objection
under Article 53(a) and Rule 28(c) EPC.
In doing so the TBA rejected the arguments
of the applicant (appellant) that it was possible at the priority date (2001) of the European
patent application in suit to obtain embryonic stem cells without destroying an embryo,
referring to the publications of Thomson et
al., 1998 (Science, Vol. 282, pages 1145-1147),
reporting on the first established hESC-lines,
and of Verlinsky et al. 2001 (JAMA, Vol. 285
(24):3130-3133), describing mouse and primate embryonic stem cells obtained without
destroying embryos. The TBA did not follow
this reasoning because the article by Verlinsky dealt with mouse or primate embryonic
stem cells only, and not with human embryonic stem cells. The TBA was also not convinced by the Thomson et al., reference, referring to G2/06 (the Warf decision) and C-34/10
(the CJ-EU Brüstle decision) indicating that
the time of destruction of the human embryo
was irrelevant and that hence also established hESC-lines would be excluded from
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patentability. The TBA further referred to the
articles of Chung et al., of 2006 (Nature, Vol.
439: pages 216-219) and 2008 (Cell Stem Cell,
Vol. 2: pages 1-5), stating that up to then
hESCs were only obtained through destruction of human embryos. The TBA hence decided that the publications by Verlinsky and
Thomson et al did not support the the applicant’s position that it was possible to obtain
hESCs from human embryos without destroying the latter at the priority date of the application.
The TBA hence reasons that a certain technology was only “available to the public” once it
is highly reliable. This seems a new kind of
argumentation that resonates more with the
requirements of enablement under Art. 83E
PC. The established case law on enablement
however requires as a minimum the disclosure of one way to carry out the invention,
regardless of its efficiency.
By issuing this decision, the TBA confirms the
current practice of EPO examiners in only
allowing hESCs-related applications filed as of
the cut-off date of January 10, 2008, the date
when the single blastomere biopsy (SBB) process was published by Chung et al. (Cell Stem
Cell. 2: 113–117, 2008). According to the TBA,
the SBB technique for the first time offered a
manner to practice hESCs-related inventions
by employing hESC-lines for which the preparation did not require prior destruction of
human embryos.
In conclusion, it is possible to patent inventions using hESCs, provided that the filing
date of the application is after January 10,
2008 and providing it is clearly mentioned in
the application how to obtain hESCs without
destroying human embryos.
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CJEU referral C-364/13 on patentability of
parthenotes
In our Newsletter of May 2014, we reported
the case of International Stem Cell Corporation
v Comptroller General of Patents, in which the
UK High Court had referred new questions to
the Court of Justice of the European Union
(Case C-364/13) regarding the patentability of
parthenotes, human ova whose division and
further development have been stimulated
by parthenogenesis rather than fertilisation,
but which were incapable of developing into
a viable human being.
On 17 July 2014, Advocate General (AG) Cruz
Villalón delivered his Opinion, recommending
that the CJEU allow patenting of parthenotes,
“as long as they are not capable of developing into a human being and have not been
genetically manipulated to acquire such a
capacity”. The AG recommends excluding
such cells from the term “human embryos” in
Article 6(2)(c) of EU Directive 98/44 (The Biotech Directive). In his opinion, the AG indicates that he follows the Brüstle decision, but
stresses that parthenotes differ from hESCs in
that they are not totipotent, i.e. not capable
of developing into a human being, but are
only pluripotent, i.e. capable of developing in
different cell-types or tissues.
By way of background information, parthenogenesis is a method by which unfertilised ova
are induced to develop by applying chemical
and electrical stimulation, the cells derived in
this way being referred to as "parthenotes".
However, due to absence of fertilisation, parthenotes lack paternal DNA which means
human parthenotes can never develop in-
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to human beings. This derives from the fact
that expression of certain maternal and paternal genes is essential to drive development
forward at the very early stages post fertilisation, a concept known as "genomic imprinting". As AG Villalón explains, under current
scientific understanding, parthenotes would
not be categorised as totipotent cells, and
would, at best, be "pluripotent" cells. AG Villalón in this respect states that:
“According to my reading of the Court’s argument (in the Brüstle case), the decisive criterion
that should be taken into account for determining whether an unfertilised ovum is a human
embryo hence is whether that unfertilised ovum
has the inherent capacity of developing into a
human being, i.e. whether it really constitutes
the functional equivalent of a fertilised ovum.”
The AG hence suggests to carve parthenotes
out from the exclusion of “human embryos”
under Article 6(2)(c) of the Biotech Directive.
He, however, cautions that it might in the
future be possible to genetically manipulate a
human parthenote such that it can develop
into a human being, as is already possible in
mice. The AG states that if that would be the
case, such parthenotes would no longer be
patentable because they would fall within the
exclusion of “human embryos” under Article 6
(2)(c) of the Biotech Directive.
The actual decision of the CJ-EU has not yet
been delivered, but there is a high chance
that, as in the Brüstle case, they will follow the
opinion of AG Villalón’s Opinion. We will continue to keep you informed of future developments in this story.
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Oral Proceedings before the Enlarged Board of Appeal held in Broccoli/Tomatoes II cases
In our previous Newsletters we reported on
the Broccoli and Tomatoes II cases G2/12 and
G2/13 pending before the Enlarged Board of
Appeal (EBoA), the European Patent Office’s
(EPO’s) highest legal instance which decides
on points of law relating to the European Patent Convention (EPC).

The communication notes that the product
claims under consideration do not relate to
“plant varieties” and thus that the discussion
is limited to determining whether the exclusion of essentially biological processes under
Article 53(b) EPC extends to products obtained or obtainable by such methods.

The point of law at issue is the patentability of
plants under Article 53(b) EPC. More particularly, this article excludes from patentability
plant and animal varieties and essentially
biological processes for the production of
plants and animals. In the original “Broccoli”
and “Tomatoes” cases which led to the consolidated EBoA decision G01/08-G2/07, the
board took a strict view on the patentability
of method claims which include steps that
could be considered essentially biological
processes. It did not however consider the
patentability of product claims relating to
plants (or parts thereof) arising from a breeding process, which claims may refer to the
steps of these methods in a product-byprocess formulation. The latter issue is the
subject of the pending “Tomatoes II” and
“Broccoli II” referrals to the EBoA.

It further specifies that Article 53(b) EPC relates to exceptions from patentability, implying that this does relate to subject matter
which would otherwise be patentable, provided the other requirements of the EPC are
met. Somewhat surprisingly (in view of the
position of the EPO reflected in many earlier
technical Board of Appeal decisions), the
Communication further comments on the
fact that there is no legal basis for the argument that any exclusion should be construed
in a limited way.

As for the earlier cases, many interest groups
submitted observations to the EBoA, in the
form of amicus curiae briefs (an overview
thereof was provided in our Newsletter of
May 2014).
In June of this year, Oral Proceedings were
announced for a final hearing of the parties to
take place on 27 October 2014. On the 15th of
July, the EBoA issued a communication to the
parties to “draw the parties’ attention to
some legal issues that seem of potential significance”. In this communication the board
provided a number of comments suggesting
guidelines which the Board was considering
for the interpretation of Article 53(b) EPC.
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The communication additionally however
explicitly notes that the wording of Article 53
(b) EPC refers only to processes for the production of plants and that its wording does
not give any clarification as to its scope of
applicability. Moreover, it comments on the
fact that the legislative history of Article 53(b)
EPC does not provide any indication that a
claim to a product characterised by a process
of manufacture but in the claim not limited to
this process of manufacture, should be excluded from patentability in the same way
that a claim to the process should be excluded.
Overall these last statements suggest that the
Enlarged Board of Appeal is taking the position that the exception under Article 53(b)
EPC of essentially biological processes would
not extend to products which are characterised by the fact that they are obtainable by a
method falling within the exception.
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Both Syngenta (who entered this case as an
opponent to the “broccoli” patent, but has
consistently argued in favor of the patentability of plants in this appeal) and the patentee
(Plant Bioscience Limited) filed further submissions summarizing their position in preparation for Oral Proceedings. More particularly
they emphasized that the legislative history of
Article 53(b) EPC argued against a broad interpretation of this exclusion. Moreover it was
emphasised that production of all plants including GMO plants, involves breeding methods which can be considered as “essentially
biological”. Thus, the exclusion of plants obtained or obtainable by such methods would
in principle be denying patentability of any
claims to plants. This was indicated to be contrary to the EPC and the Biotech Directive
(implemented in the Rules of the EPC) and
moreover contradictory to the earlier G 01/08G 2/07 decision, which expressly acknowledged the patentability of plants resulting
from man-made genetic modifications.
While the opportunity to file amicus curiae
briefs in fact had expired end of November
2013, further submissions were also filed by
“No patents on seeds”, the German Plant
Breeders association and the European Seed
Association (ESA) a few weeks before the Oral
hearing, reiterating arguments in support of
excluding the patentability of plants characterized as being obtainable by a method
which falls within the exception of Article 53
(b) EPC.
In contrast to oral proceedings before a technical board of Appeal at the EPO, the EBoA
does not issue a decision at the end of the
hearing. In fact, it may take a few more months
before the EBoA’s decision is issued. However,
the general impression of participants at the
Oral proceedings end of October is that the
EBoA was receptive to the arguments in support of not extending the exception of Article
53(b) EPC to plants obtained or obtainable by
the processes which are subject to exclusion.
To many working in the plant biotech field,
this could mean a light at the end of a dark
tunnel.
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Protection of Functional Designs:
Three-dimensional Trademarks or Designs?
The Directive no. 89/104 / EEC relating to
trademarks provides that a trademark
amongst other things shall consist of a design
or a shape of goods or their packaging. Apart
from the fact that such designs and shapes
must be distinctive in order to fulfill their essential function of indicating the origin of
goods, the Directive determines that trademarks shall not be registered or, if registered,
may be declared invalid, if consisting of “the
shape which results from the nature of the
goods themselves”, “the shape of goods which is
necessary to obtain a technical result” and/or
“the shape which gives substantial value to the
goods”.
In September 2013, the European Court of
Justice (ECJ) handed down an interesting
decision (case C-205/13) on the validity of a
trademark directed to the shape of a product.
In this particular case, Norwegian company
Stokke filed a complaint against the German
company Hauck GmbH & Co. KG for the unlawful and infringing manufacturing and marketing of a child’s chair which was assumed
to violate Stokke’s rights on the almost iconic
Tripp Trapp chair designed by Peter Opsvik.
In its defence, Hauck brought a counterclaim
seeking the invalidation of Stokke’s Benelux
trademark registration for the threedimensional trademark corresponding to the
Tripp Trapp chair, in consideration of the fact
that the shape of the chair is conditioned by
the nature of the product – i.e. a child’s chair
which is comfortable and safe – and that aesthetic aspects of the chair give it a substantial
value.
The Court upheld Stokke’s claim, considering
that the Tripp Trapp chair was subject to copyright protection and that Hauck’s chairs fell
within the scope of such protection. However, the Court also cancelled Stokke’s trademark registration. The appeal Court upheld
the decision of first instance, both parties
lodged an appeal in cassation before the Supreme Court of the Netherlands (Hoge Raad)
and both appeals were dismissed on points of
law, but the Hoge Raad nevertheless held
that the appeal involved certain questions of
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interpretation of the provisions of the trade
marks Directive to be submitted to the ECJ.
In the aforementioned decision, the ECJ held
that a sign which consists exclusively of the
shape of a product with one or more essential
characteristics which are inherent to the generic function or functions of that product
and which consumers may be looking for in
competitors’ products may not be validly registered.
The Court also held that the concept of a
‘shape which gives substantial value to the
goods’ cannot be limited purely to the shape
of products having only artistic or ornamental
value, as there is otherwise a risk that products which have essential functional characteristics as well as a significant aesthetic element would not be covered. The Court therefore stated that the Directive must be interpreted as meaning that the ground for refusal
of registration may apply to signs which consist exclusively of the shape of a product with
several characteristics, each of which may
give that product substantial value. The public’s perception of the shape of that product is
only one of the assessment criteria which
may be used to determine whether that
ground for refusal is applicable.
Finally, the Court also found that the provisions of the Directive, excluding trademark
registration for shapes which result either
from the nature of the goods themselves,
which are necessary to obtain a technical result and/or which give substantial value to
the goods, are individual and independent
causes of invalidity of three-dimensional
trademarks.
This decision could have a significant impact
on the validity of already registered trademarks consisting of shapes and the choice to
file in the future trademark applications for
the shapes of products. Trademark registration may be attractive in terms of costs and
indefinite renewal potential, but it follows
from the aforementioned decision that it is
not necessarily a reliable route for protecting
a child’s chair or any functional design, including medical devices.
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But what about Design registrations?
The Design Regulation No 6/2002 (also ‘the
Regulation’) defines a design as ‘the appearance of the whole or a part of a product resulting from the features of, in particular, the
lines, contours, colors, shape, texture and/or
materials of the product itself and/or its ornamentation’ and a design may be protected by
means of a Community design registration to
the extent that it is new and has individual
character. In assessing the individual character and the scope of protection of a design
registration, however, the degree of freedom
of the designer in developing the design
must be taken into consideration.
A point which is not resolved in the Regulation concerns the type of constraint on the
designer’s degree of freedom which needs to
be taken into consideration; there are, in essence, two possible approaches. One possible
approach is that the sole constraints to be
taken into account are those of a strictly functional nature, that is to say, the features of the
goods to which the design relates must possess if they are to fulfil their function. That
view is generally accepted and so far unchallenged. According to Office for Harmonization in the Internal Market in Alicante (OHIM)
however, it is also necessary to take into account those design features which, although
not essential from a functional perspective,
are essential in sofaras the market expects the
goods to have them.
The interpretation that should be accepted,
however, is that constraints on creative freedom to be taken into consideration in accordance with the Regulation are exclusively
those constraints that are dictated by the
need for the goods to fulfil a certain function.
Standard features which the market may well
expect but which are not technically necessary, cannot reasonably be regarded as constraints on the designer’s freedom. The Regu-

© De Clercq & Partners 2014. All rights reserved.

lation basically intended to reward the developers of innovative products by providing
them with a system of protection and it is
wrong to accept that mere market expectations could justify compulsory standardization, certain features of a design being considered mandatory.
The freedom of the designer in developing a
design is constrained by characteristics of the
material employed and by features which the
design must possess in order to fulfil its function. ‘Must possess’ could be interpreted in
the sense that alternatives for said features
may be sufficient for this provision not to be
applicable (more or less in accordance with
the former Benelux practice) but case law
determined that the Regulation must be interpreted differently. 'The provision denies
protection to features of a product’s appearance that are solely dictated by its technical
function. Those words do not imply that the
feature in question must be the only means by
which the product’s technical function can be
achieved. On the contrary, they imply that the
need to achieve the product’s technical function
was the only relevant factor when the feature in
question was selected'.
Fortunately for functional designs, the term
‘solely’ provides an opportunity. The provision in the Regulation may well deny protection to features of a product’s appearance
that are ‘solely’ dictated by its technical function but technical features having certain
ornamental or aesthetic characteristics are
not a priori excluded. Therefore, design registration may well be an alternative form of
protection for functional designs but only in
as far as its specific technical features incorporate ornamental or aesthetic characteristics. The technical features per se (i.e. apart
from their ornamental or aesthetic characteristics) and the functioning of the design are
outside the scope of protection of design
registrations pursuant to the Regulation.
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Company News

Friede Coudron joins De Clercq & Partners
as Trademark and Design attorney

Congratulations to our new European Patent Attorneys!

On August 4th 2014, we had the pleasure to
welcome Friede Coudron as a new member
of our department for Trademarks and Designs.

We congratulate ir. Delphine Debruyne,
PhD, Annelies De Clercq, PhD and ir. David
Lesthaeghe, PhD who passed the European
Qualifying Examination.

Together with Joost Muylle and Eva
Schelfaut, Friede will participate in the further development of the department and
she will gladly assist you in all matters concerning trademark and design registrations.

We also congratulate Karel Lambert, PhD
who has partially qualified for the European
Qualifying Examination in 2014.

Friede is a lawyer with more than 10 years of
experience in the field of Intellectual Property and she has been a registered European
Trademarks and Design Attorney for over 5
years. Over the years, she has acquired extensive knowledge and experience regarding
applications of trademarks and designs as
well as handling of disputes, opposition procedures and other administrative matters
with respect to these rights. She can also
advise on copyrights.
In 2013, Friede was appointed expert in Intellectual Property by several Belgian Courts for
seizures for counterfeiting and other similar
expert assignments.
With this reinforcement of our team we will
be able to ensure an even better and swifter
treatment of our clients’ requests.
We look forward to an excellent collaboration!
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Kris Pappaert guest professor IP at VUB
Kris Pappaert has been appointed as guest
professor Intellectual Property at the Vrije
Universteit Brussel (VUB).
He will introduce Intellectual Property matters to students in Master of Science in BioEngineering Sciences.
ir. Jan Deckers joins DCP
We are pleased to announce that ir. Jan
Deckers joined our firm in September this
year as a patent adviser. Jan has a Bachelor’s
degree in Chemical Engineering, a Master’s
degree in Nanoscience and Nanotechnology, and he has completed PhD studies in
electrical engineering. Jan’s studies were
undertaken at the KU Leuven Engineering
School, the higher degrees being in collaboration with imec. With the appointment of
Jan our Chemistry and Engineering teams
continue to enjoy expansion and look forward to strengthened and fruitful collaborations with our clients.
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De Clercq & Partners appraised as recommended firm in Belgium by IAM
De Clercq & Partners is honored to have
again received an impressive ranking as Belgium's top ranked firm in this year's edition
of IAM Patent 1000 - The World's Leading
Patent Practitioners, a guide prepared by
the renowned magazine, Intellectual Asset
Management (IAM).
The firm is praised and recommended as:
Recommendations for crack prosecution
shop De Clercq & Partners come in thick and
fast: “Nobody should hesitate in referring
here.” The country’s most prolific Patent
Cooperation Treaty (PCT) filer, it is also incredibly busy before the EPO, particularly on
behalf of foreign entities. The boutique is
staffed by a predominately home-grown
band of attorneys, each schooled to the
highest possible standards. Its technical excellence and clarity of vision give patrons
confidence in a consistently superb service,
whatever the matter.
Dr. De Clercq, the firm’s founding partner, is
praised as:
Marquee name Ann De Clercq is renowned
for securing unassailable patents for complex inventions.
The IAM Patent 1000 guide is based on over
1500 interviews with patent experts around
the globe, and is compiled yearly by Intellectual Asset Management, published by the IP
Media Group.
Upcoming event: Annual Seminar on November 21, 2014
This year’s edition of our annual Seminar in
the Auberge du Pecheur in Sint-MartensLatem (Belgium) will take place on November 21, 2014. The topics and discussions
around “Latest Developments in the Patenting Scene: Challenges and Opportunities in
the International Arena” will again be very
exciting with promising contributions from
speakers of the EPO, Belgian, US and Canadian IP firms as well as from renowned law
and industry firms, both national and international. It is the place to be for every practitioner in patenting and litigation in Biotech,
Pharma and well beyond. Please visit our
website for the full program.
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De Clercq & Partners: The firm
De Clercq & Partners (DCP) is an established firm of experienced Patent and Trademark and Design attorneys providing a
full range of Intellectual Property (IP) and legal services with
offices in Sint-Martens-Latem (close to Ghent), Leuven and
Kortrijk in Belgium. Belgium is situated in the centre of Europe,
and allows convenient access to the main European Patent
Offices (EPO) in Munich and The Hague.
Our firm offers a range of expert services covering all aspects of
intellectual property (IP), such as drafting, filing and prosecution of PCT, European and national patent applications, and
representation of parties in examination, oppositions, and appeals. We can directly file and validate EP patents in Belgium
and the Netherlands, and provide IP services in all other countries via our global network of trusted foreign associates. We
also assist clients in evaluating intellectual property rights, conducting searches, revocations, prosecuting supplementary protection certificates (SPCs), advising on IP protection optimisation strategies, portfolio management and strategic IP advice,
legal IP opinions such as freedom-to-operate, infringement or
validity opinions, due diligence, and advising on licensing matters. We also provide renewal and translation services, and
through our financial experts can advise on the Belgian tax
deduction for patent income. Our firm also offers the full range
of services in the field of trademarks, designs, domain names
and copyrights.
We provide expert advice in patent invalidation and infringement procedures before the Belgian and Dutch courts. We also
act as court- or party-appointed experts in proceedings before
the Courts in IP matters in Belgium and the Netherlands, such
as descriptive seizure proceedings, summary proceedings and
proceedings to the merits in infringement or invalidity disputes.
Our professionals are supported by a dedicated and experienced paralegal department, finance department, and legal
counsel, and also by our computerized systems for communications, archiving, docketing and billing that allows our clients
up-to-date web-based access to their IP portfolios.
DCP has a very strong expertise in life sciences (including all
domains of green, red and white biotechnology), in chemistry,
pharmaceuticals, food industry, mechanics and engineering.
The firm thrives on a highly specialized and experienced group
of over thirty enthusiastic experts that have a common aim to
serve clients to the highest standards for very competitive prices in a European setting. Our multinational team of scientifically, technically and legally specialized professionals and their
experience enables the firm to provide a high quality service in
all aspects of IP practice. Thanks to the international diversity of
our professionals, we can offer our services in at least 5 different languages.
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Main Office
Edgard Gevaertdreef 10a
B-9830 Sint-Martens-Latem
Belgium

Leuven Office
Groenveldstraat 13
B-3001 Leuven (Heverlee)
Belgium

Kortrijk Office
Willem Denyslaan 1
B-8510 Kortrijk
Belgium

+32 (0)9 280 23 40
+32 (0)9 280 23 45
info@dcp-ip.com
www.dcp-ip.com
@DeClercqPartner
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